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REAL PARTY IN INTEREST 

The present appHcation is assigned to Walker Digital, LLC, 1177 Higk Ridge Road. 
Suite 128, Stamford, CT 06905. 

RELATED APPEALS AND INTERFERENCES 

No interferences or appeals are known to Appellants, Appellants' legal representative, 
or Appellants' assignee, that will directly affect, be directly affected by, or have a bearing on 
the Board's decision in the pending appeal. 

STATUS OF CLAIMS 

Claims 26-72 are pending in. the present application: 

(i) Claims 26, 27, and 38-72 are finally rejected and are being appealed. 

(ii) Claims 28-37 have been withdrawn from consideration. 

Claims 26, 27, 38-42, 50, 52, 56, 64-66, 70, and 72 stand rejected under 35 U.S-C § 
1 12, second paragraph, as being indefinite. 

Claims 26, 27, and 38-72 stand rejected under 35 U.S-C- § 102(b) as being anticipated 
by U.S. Patent No. 5,816,575 issued to Keller (hereinafter 'SeUer")- 

Claims 26, 27, 38, and 40 stand rejected under 35 U.S.C. § 102(b) as being anticipated 
by U.S. Patent No. 5,1 10,129 issued to Alvarez (Jiereinafter "Alvarez"). 
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STATUS OF AMENDMENTS 

No amendmeiits were filed subsequent to the final rejection of Claims 26, 27, and 38- 

72. 

SUMMARY OF INVENTION 

One aspect of the invention includes a method of administering a game. The game 
involves at least a first random outcome and a second random outcome combined according to 
game rules to produce a game outcome. For example, a game such as blackjack includes two 
random outcomes (e.g., the dealer's hand and the player's hand) which produce a game outcome 
(e,g., whether the player or dealer has won). 

The method includes receiving a player request for a specific entry (e.g., a specific 
score such as 1 8) instead of one of the random outcomes (e.g., a hand the player would be 
dealt, a hand the dealer would be dealt). The specific entry is selected from a finite set of 
possibiUties not determined by chance. The specific entry affects a likelihood of a game 
outcome. The method also includes combining the specific entry and the remaining one of the 
random outcomes according to the game rules to deteraiine a game outcome. The method may 
be applied to any game of chance having two or mote random outcomes, including, for 
example, blackjack, poker, a slot machine game, twenty-one, craps, andpai gow, [See, e.g.. 
Specification, page 2, line 30 to page 5, hne 16]. 

According to one aspect of the present invention applied as a modification of blackjack, 
a player can request a specific entry (e.g., a specific score) to replace either the player's hand or 
the dealer's hand. For example, the player may request a score of eigliteen to be compared 
against the dealer's hand, or may request that the dealer's hand be replaced witli a score of 
eighteen and that the player's hand be compared against that score in determining a winner of 
the game. [See, e.g.. Specification, page 3, lines 7-15]. 
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ISSUES 

Whethca: Clauns 26, 27, and 38-72 are unpatentable under 35 U.S.C. § 102(b) 
(hereinafter "§ 102(b)") as being anticipated by Kel^g. ' 

Whether Claims 26, 27, 38, and 40 are mipatentable under § 102(b) as being anticipated 
bv Alvarez . 

Whether Claims 26, 27, 38-42, 50, 52, 56, 64-66, 70, and 72 are unpatentable under 35 
U.S.C. § 1 12, second paragraph (hereinafter "§112 (2)"), as being indefinite. 
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PATENT APPEAL 



GROXJPING OF CLAIMS 

Tbe claims in different groups do not stand and fell together. 

Appellants group the pending claims as follows: 



GROUP I: 


Claitn 26 


GROUP H: 


Claim 27 


GROUP IE: 


Claims 38 and 39 


GROUP IV: 


Claims 40 and 41 


GROUP V: 


Claims 42-45 and 47-55 


GROUP VI: 


Claims 56-63 and 67-69 


GROUP Vn: 


Claims 70 and 71 


GROUP Vm: 


Claim 72 


GROUP DC: 


Claim 46 


GROUP X: 


Claims 50 and 52 


GROUP XI: 


Claims 64-66 



Appellants believe that claims in different groups are separately patentable, as explained 
in the following Arguments section. ) 
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ARGUMENTS 

Summary of Arguments 

First, the Examiner has not demonstrated that any claim is anticipated by the prior art of 

record- 
Second, the Examiner has not shown that any claim is indefinite. The Examiner has 
failed to apply the proper standard for assessmg definiteness. In fact, die standards used by the 
Examiner are clearly not supported by law, namely: 

1 . breadth is synonymous with indefiniteness 

2. the phrase "depends on" is indefinite per se 

3. a process claim must recite a "structural relationship" or ^'physical dependence" 
among recited terms 

4. the origin of a term recited in a process step must be expressly explained in the 
claim, not just in the specification 

Accordingly, the rejections are mappropriate and Appellants respectfully request that 
the Examiner's rejections be reversed. 

Form of Appeal Brief 

In the arguments herein, claim numbers are indicated in bold, limitations of the claims 
are indicated in italics, and the references are indicated with underlining . 

In separate argiunents of patentability of different Groups, Appellants have, where 
possible, referred to prior arguments to avoid undue repetition. 
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THE REFERENCES 

The references cited by th^ Examiner, either alone or iTi combination, do not disclose or 
suggest all of the limitations of any claixiL Discussed immediately below are the only 
references used in rejecting the appealed claims: Kells and Alvarez . 

Til e Keller patent 

The Keller reference discloses a "type of Blackjack (21) game." In addition to *^e 
standard betting option against the Dealer," the game allows a player a "Dealer Bust" option 
and several options "to make a bet on receiving at least one card from an initial two cards 
received by the Blackjack player equal to one of a 4 and 5, one of a 3 and 6 and a selected one 
of a 1 0, a Jack, a Queen, a King and an Ace." [Abstract; Column 4, lines 60-67]. 

"Throughout the Blackjack game and method of this invention, it is preferable to focus 
on the first two initial cards since in many cases there are no more cards dealt to the Blackjack 
player, than the required minimum of the two initial cards dealt by a Dealer to the Blackjack 
player." [Cohunn 6, lines 46-50]. 

^The Bonus Hand and Dealer Breaks or Bust bets provide the Blackjack player with 
new emphasis and opportunity on the two most important events in a 21 game; the Blackjack 
player's first two cards, and the Dealer's hand." [Column 9, lines 16-20]. 

"A Blackjack player may also bet on the cards which Blackjack player expects will be 
dealt to the Blackjack player in the first two cards called the Bonus Hand." [Column 10. lines 
17-20]. 

"The Blackjack player may also bet that the Dealer will break or bust their hand (exceed 
21) during play." [Colunm 10, lines 32-34]. 
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The Alvarez patent 

The Alvarez reference relates to "a device for automatically selecting numbers to be 
entered in a lottery drawing and a pamphlet for use in playing the lottery," [Colunrn 2, lines 
34-36], Alvarez describes: 

A nuDiber selecting device ad^ipted to darken a predetermined amount of 
numbered boxes on a lottery computer game card inserted therein in accordance 
with a picked selection of numbers selected from a group of luclcy numbers stored 
in a computer within the device wherein the lucky numbers are associated with a 
particular subject ofinterest to the user.,.. The removable game card is adapted 
to be inserted into the number selecting device for darkening of the boxes and 
thereafter into a standard lottery computer card reading machine for printing of 
purchased game tickets and entry of the picked set of numbers into a memory 
bank, 

[Abstract] - 

Alvarez also describes how '^any states have at least one lottery drawing. . .wherein a 
predetermined amount of numbers are drawn from a larger group of numbers, wherein the 
drawn numbers represent a winning combination." [Column 1, lines 22-26], 
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1. GROUP 1 

GROUP I includes independeat Claim 26. 

The rejection of the claim of GROUP I is flawed because the Examiner has not made a 
prima facie case of unpatentability of any claim of GROUP I. 

Specifically, the Examiner has not shown that any claim of GROUP I can be deemed to 
be either indefinite or anticipated by the prior art of record. 

1.1. Independent Clidm 26 

Independent Claim 26 is directed to a method of playing a game having a game 
outcome that depends at least in part on a predetermined point total, in which a hand of a player 
is compared to a hand of a dealer to determine a winner 

The method comprises allowing a player to select a specific score instead of a player's 
hand. A dealer's hand is dealt and played. The method also comprises comparing the specific 
score to the dealer*5 hand and a predetermined point total to determine a winner of the game. 

1.2, Advantages of Independent Claim 26 

The embodiment of CI aim 26 provides several advantages not even disclosed or 
suggested, much less recognized, by the prior art of record (either alone or in combination). 

In genera), the method of Claim 26 is advantageous in that it provides for allowing a 
player to select a specific score instead of a player 's hand. Thus, a player of a game may be 
allowed to select a specific score in lieu of a hand to play. According to one example, a player 
may request a score of "18" to replace the player*s hand and to be compared against a dealer's 
hand in a blackjack game, [Specification, page 3, Unes 7-10]. By allowing a player to receive 
a specific score instead of a hand, a game played in accordance with such a provision may be 
more attractive to a player. "For example, a player who has been busting frequently in 
blackjack may be inclined to continue playing when he/she is allowed to request a specific 
entry in place of the player's hand, thereby completely eUminating any chance of going bust." 

GROUP I 
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[Specification, page 16, lines 21-23; see also, page 2, lines 23-25]. Also, allowing a player to 
select a specific score instead of a hand may provide simpler and easier play. [Specification, 
page 2, lines 25-26]. 

In general, the method of Claim 26 is also advantageous in that it provides for dealing 
andplaying a dealer's hand. Thus, the method allows for play of a game in which a hand of a 
dealer is dealt. In an example of a blackjack game, deahng and playing a dealer's hand would 
be a random outcome. [See, e.g., Specification, page 7, Unes 17-1 8], Thus, dealing a dealer's 
hand and playing the dealer' s hand is advantageous in that even if a player has selected a 
specific score instead of a player's hand, the effect of chance on the outcome of a game may 
not be excluded [See, e.g., Specification, page 7, lines 1 1-13]. 

The winners of some types of games (e.g., blackjack) may be determined based on 
comparison with a predetemiined point total (e.g., "a twenty-one count" which if exceeded 
results in a '"bust**)' [See, e.g., Specification, page 1, lines 27-28]. The method of Claim 26 is 
further advantageous in that it provides for comparing the specific score to the dealer's hand 
and a predetermined point value total to determine a winner of a game. Thus, determining a 
winner in this manner allows for an entity (e,g., a casino) to take into account (a) the specific 
score (e.g., "18") selected by a player in place of a player's hand, (b) the dealer's hand, and (c) 
a predetermined point total. According to some embodiments, for example, the playing of the 
dealer's hand may result in a score that is compared with the specific score selected by the 
player to determine a winner- For instance, in a game of blackjack, if the specific score is 
higher than the score which results from play of the dealer's hand then the game rules may 
prescribe that the player wins. However, if the score obtained from the dealer*5 hand is higher 
than the specific score, then tlie dealer wins. [See, e.g., Specification, page 20-24]. Thu$, 
Claim 26 advantageously allows that a player may be determined to be the winner of a game 
based on a comparison of a specific score (selected instead of a player's hand) to a dealer's 
hand and a predetermined point total. 



GROUP I 
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1^3^ No Prima Facie Shomng of Antjcipation of the Claim of GROUP I 

A reading of the rejections of the claim of GROUP I reveals that the Exaniiner has 
consistently ignored or misinterpreted the Umitations of the claims. Several limitations are not 
disclosed or suggested by the references of record. Accordingly, the Examiner has not 
presented a prima facie case of anticipation of the claim of GROUP I. 

Anticipation requires identity of the claimed process and a process of the prior art; the 
claimed process, including each step thereof must have been described or embodied, either 
expressly or inherently, in a single reference, Minnesota Min. & Mfg> Co., v. Johnsoq & 
Johnson Orthopedics, Inc, 976 F.2d 1559 (Fed. Cir. 1992); Glaverbel S, A v. Northlake Mfctig 
& Sunn,, Inc.. 45 F.3d 1550 (Fed, Cir. 1995). 

The elements of the claim must either be mherent or disclosed expressly in the 
reference. Constant v. Advanced Micro-Devices, Inc, 848 F.2d 1560 (Fed. Cir. 1988). 

There must not be any differences between the claimed invention and the prior art 
disclosure^, as viewed by a person of ordinary skill in the art, for anticipation to exist. Scrinos 
Clinic & Res. Found, v, Genentech. Inc., 927 F.2d 1565 (Fed. Cir. 1991). Thus, the absence of 
any claim element from the reference negates anticipation. Kloster Speedsteel AB v. Crucible 
Inc., 793 F.2d 1 565 (Fed. Cir. 1986). 

Further, "[f]or a prior art reference to anticipate a claim, the reference must disclose 
each and every element of the claim with sufficient clarity to prove its existence in the prior art. 
See In re Spada, 911 F,2d 705, 708, 15 U.S,P,Q.2D (BNA) 1655, 1657 (Fed. Cir, 1990) ('The 
[prior art] reference must describe the appUcant's claimed invention sufficiently to have placed 
a person of ordinary skill in the field of the invention in possession of it.' (citations omitted)). 
Although this disclosure requirement presupposes the knowledge of one skilled in the art of the 
claimed invention, that presumed knowledge does not grant a license to read into the prior art 
reference teachings that are not there. An expert's conclusory testimony, unsupported by the 
documentary evidence, cannot supplant the requirement of anticipatory disclosure in the prior 
art reference itself. See Jamesbury Corp. v. Litton Indus. Prods.. Inc.. 756 F.2d 1556, 1563, 225 



CROUP I 

- 17- 



PAGE 21/117 * RCVD AT 3/29/2004 7:23:42 PNI [Eastern Standard Timel ' SVR:USPT0-EFXRF-1/2 * DNIS:8729303 ' CSID:2035958266 ' DURATION (mm-ss):3240 



03/29/04 20:31 FAX 2035959266 WALKER DIGITAL I2l022 



Application No. 09^602,869 ; PATENT APPBAL 

Teclmolpgy Center 3700 
Attorney r>ocTcelNo.: 90-081 

U.SP.Q- (BNA) 253, 257-58 (Fed Cir. 1985)''. Motorola, Inc. v Tnterdigital Tech. Corp,, 121 

F.3d 1461 (Fed, Cir. 1997). : 

Also, the elements in the prior aitlmust be arranged as they are in the claim. Richardson 

V Simiki Motor Co,. 868 F.2d 1226 (Fed. Cir, 1988), 

No showing that the references spggest allowing a player to select a 
specific score instead of a p layer's hand 

Some embodiments of the present invention provide for replacing either the player's 
hand or the dealer's hand in a game (e,g,, a blackjack game) with a specific entry (e.g., a 
specific score). 'Tor example, the player may request a score of 1 8 to be compared against the 
dealer's hand...." [Specification, page 3, lines 7-10]. 

A specific entry is a score, or set of one or more game indicia, specified by a player to 
replace a random outcome. [Specification, page 7, lines 6-7]. "The effect of the specific entry 
is to eliminate at least one random outcome and to limit, but not to exclude, the effect of chance 
on tlie outcome of the game." [Specification, page 7, lioes 11-13]. 

Claim 26 recites a feature of allowing a player to select a specific score Instead of a 
player *s hand that is not disclosed by either Keller or Alvarez . 



Keller requires a player's hand 

Keller does not teach or suggest allowing a player to replace a random outcome with a 
specific score. Keller is devoid of any hint or suggestion of allowing a player to select a 
specific score instead of a player's hand (emphasis added). 

In fact, Keller describes Blackjack nlaver^s first two cards, and the Dealer's hand" 
as *'tbe two most important events in a 21 game," [Column 9, Hues 18-20 (emphasis added)]. 

Keller even requires that two cards be dealt to a player. The entirety of the Keller 
disclosure is focused "on the first two initial cards since in many cases there are no more cards 
dealt to the Blackjack player, than the required minimnm of the two initial cards dealt by a 
Dealer to the Blackjack player ." [Column 6, lines 46-50 (emphasis added)]. According to 
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KeUer. ablackjack player "expects to" be dealt an imtiaJ hand of two cards. [Column 10, lines 
17-20]. 

Keller cannot suggest that a player may be aUowed to select a specific score instead of a 
player's hand. 

Nonetheless, the Examiner asserts: "As to Keller a player is allowed to select a specific 
entry, such as "4+5" or "2 1 bet" and this entry is compared to the dealers [sic] hand to 
determine a winner. KeEer shows a 'side bet' game where these wagering options are 
evaluated 'instead of the player's or dealer's hand." [Second Final Office Action, page 4]. 

The Examiner thus focuses inappropriately on an "evaluation" aspect of the Keller 
system without even asserting that Keller suggests a selection by a player of a specific score 
instead of a player 's hand (emphasis added). 

Appellants note that the "side bet" options in KeUer of "4+5" and "21 bet" relied on by 
the Examiner are resolved based on the hand of ca rds the player receives. 

It follows that, contrary to the Examiner's assertion, such "side bets" are evaluated 
against the nlaver's hand not the dealer's hand, and rather than suggesting the player would not 
receive a player's hand, Keller in fact teaches (fiven requires) the opposite. 

The Examiner also asserts: 'TCeller shows a player selecting a 'specific score[']on the 
'players betting palette' and comparing that to the dealers [sic] hand (for example dealer 
breaks) to determine the winner of the game." [Second Final Office Action, page 3; First Final 
Office Action, page 3], 

Appellants dispute that "dealer breaks" suggests a specific score. 
Also, diere is nothing in Keller that would suggest that the "dealer breaks" "side bef' is 
selected instead of a player 's hand. 

To the contrary, in recognizing that this "wagering option" in Keller is merely a "side 
bet," thft Fvaminer concedes that the plaver in the Keller svstem must still receive and play a 
player's hand — ^the player is never allowed to select a specific score instead of a vlaver's hand. 
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T ^ft lottery svst^ of Alvarez do "" t^ach or simffRst allowing a player to replace a random 

outcome 

The lottery system of Alvarez does not teach or suggest a player 's hand, much less the 
desirability of allomng a player to select a specific score i n tend of a player's hand (emphasis 
added). 

The Examiner asserts, nonetheless, that a player's hand is *nhe outcome of the lottery." 
[Second Final Office Action, page 5]. This would equate to allowing a lottery customer to 
select the outcome of a lottery, which is clearly illogical. 

Further, the lottery system of Alvarez does not teach a specific score^ There is no 
suggestion of allowing a player to replace a random outcome, as is provided in Claim 26 by 
allowing a player to select a specific score instead of a player 's hand (emphasis added). 
Instead, Alvarez describes a lottery system m which numbers are selected for play 
(automatically or by a player) and the numbers are compared against randomly drawn numbers 
in a conventional manner. [See *The Alvarez patenf * above]. There is no suggestion that 
whether the numbers are selected by a player or automatically has any effect on the randomness 
of the game. 

Nonetheless, the Examiner asserts: "Alvarez shows a specific score as being the 
numbers selected by the player and the dealer's hand to be the numbers selected by the lottery 
game." [Second Final Office Action, page 5; see also, Second Final Office Action, page 3; 
First Final Office Action, page 3 (asserting that Alvarez shows "allowing a player to select a 
specific score on a ticket**]. 

Applicants dispute this assertion. The selected lottery numbers in Alvarez are not a 
specific entry or a specific score. They are not specified to replace or eliminate a random 
outcome. [Specification, page 7, lines 6-7, 11-13]. 

Also, there is no suggestion in Alvarez that the selection of one number over another 
has any bearing on the game outcome. For instance, whether a lottery player selects *'35" or 
"17" as a lottery pick will not affect his likelihood of winning the lottery drawing. 



GROUP! 

-20 



PA6E24/117*RCVDATM0047:23:42PM [Eastern Standard Time]*^ 



03/29/04 20:32 FAX 2035958266 WALKER DIGITAL 121025 



AppHcation No. 09/6023^9 TENTAPP^ 
Technolosy Cemcr 3700 
Attorney Doclcct No.: 99-081 

In contrast, a specific entiy (eg., a specific score) affects a likelihood of a game 
outcome. [Specification, page 7. lines 6-7]. For example, a blackjack player's selection of the 
specific score of "18" will affect his likelihood of winning the game under the rules of 
blackjack differently than if he had selected "20." or if he had elected to play a hand. 

1.3.2. No showing that the referenc es suggest comparing the specific score 
to the dealer's hand and the predeterm inftd noint total to determme_a 
winner of the game 

aaim 26 provides for a feature of comparing the specific score to the dealer's hand 
and the predetermined point total to determine a winner of the game that is not disclosed by 
either jCeller or Alvarez . 

According to one blackjack example. "[i]f the score provided by the specific entry is 
higher than the score which results ftbm the dealer's hand (random outcome) then the game 
rules prescribe that the player wins." [Specification, page 7, hnes 22-24]. For instance, a non- 
random, specific score of "1 8" selected by a player instead of a player 's hand is compared to a 
dealer's ftoni having a score of "19" and a predetermined point total of "21" to determine that 
the dealer is ttie winner. 

Keller does not teach a specific score selected instead of a plov er 's hand 

As discussed in Section 1.3.1 above, Keller cannot teach or suggest allowing apleryer to 
select a specific score instead of a vlaver 's hand (emphasis added). Accordingly, Keller cannot 
teach or suggest comparing a specific score that is selected instead of a player's hand to a 
dealer's hand to determine a winner of a game, as generally recited in independent Claim 26. 

Alvarez does not teach a specific score selected instead of a play er's hand 

As discussed in Section 1 .3.1 above, Alvarez cannot teach or suggest allowing a player 
to select a specific score instead of a player 's hand (emphasis added). Accordingly, Alvarez 
cannot teach or suggest comparing a specific score thai Is selected instead of a player 's hand to 
a dealer 's hand to determine a winner of a game, as generally recited in independent Claim 26. 
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The Examiner states that Alvarez shows "a *predetexinined point total* of 1-40 for 
example, allowing a player to select a specific score on a ticket 12, *dealmg and playing a 
dealer's hand' by the lottery computer selecting numbers and comparing this hand to a players 
score to determine a winner " [Second Final Office Action, page 3; First Final Office Action, 
page 3], The Examiner further asserts: "the outcome of the game in Alvarez is based on the 
numbers selected by the player as being his specific entry of a predetermined count value 
usually ranging from numbers 1-40 and the dealer's score selected by the lottery." [Second 
Final Office Action, page 5]. 

Appellants do not agree with tMs interpretation of Alvarez , [See, Amendment & 
Response mailed December 13, 2002, page 7], A pool of numbers from which a lottery player 
can make picks does not suggest a predetermined point total. It is telling that the Examiner has 
never provided any attempt at a rationale for why a pool of numbers would suggest a 
predetermined point total of Claim 26. Instead, the Examiner appears to be relying solely on 
an unstated assumption that "one nurpbcr used in a game suggests any another number," 
regardless of what purpose the predetermined point total has in the recited claim. 

In fact, the Examiner simply seems to be reiterating that the lottery player selects 
numbers from a range of 1-40, In Alvarez, the pool of numbers itself has nothing to do with 
determining a winner, nor, of course, is the pool ever compared to a player's selected lottery . 
numbers to detennine a winner. For instance, there is nothing in Alvarez that suggests that a 
number (i.e., what tlie Examiner asserts is a specific score, which Appellants dispute) selected 
firom the pool of numbers 1-40 (as asserted by the Examiner), is then also compared to the pool 
of mmibers 1-40 in deterrnining a winner. 

Thus, contrary to the Examiner's assertions, the pool of numbers from which a player 
may select a lottery number (e.g., 1-40) in the Alvarez lottery system cannot teach or suggest a 
predetermined point totals much less a predetermined point total that is compared mth a 
specific score and a dealer *s hand in determining a winner. 
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lA The Claim of CROUP I is Allowable Ov er the Cited References 

As described above, the Exanuner has faUed to provide aprima facie showing of 
anticipation of the claim of GROUP linUght of either KeU^ or Ah^, 

In addition, as described above, neither of the references anticipates the claim of 

GROUP L j 

In addition, the references cannot be combined in any manner tliat would render the 

i 

claim of GROUP I obvious. | 

i 

1.4.1- The references do not snggest all of the featares 

As discussed in Section 1.3 ai)ove, no cited reference suggests the features of: 

i 
j 

• allowing a player to select a specific score instead of a player 's hand 

* comparing the specific score to the dealer 's hand and the predetermined point total to 
determine a winner of the game 

as recited in independent Claim 26. 5 

j 

Accordingly, the references, alone or in combination, cannot teach or suggest all of the 
features ofthe claim of GROUP! ; 

i 

1.4^. No motivation to combine the references 

There is no suggestion in tlie!record to make the combination or modification ofthe 
references. | 

Further* the references are non-analogous. Keller has nothing to do with a lottery 
system, as in Alvarez . Alvarez has Aothing to do with a blackjack game, as in Keller . 
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1,5. No Prima Facie Sliowinff of Tndefiniteness of t he Claim of Group I 

The Examiner has not satisfied the initial burden of proof by establishing cither (i) that 
the claim of GROUP I, when read in Ught of the specificatior, would not reasonably apprise 
those skilled in the relevant art of the scope of the invention, or (ii) that the claim of GROUP I 
does not claim what Applicants regard as their invention. 

The Examiner thus has not provided any proper legal basis for rejecting the claim of 
GROUP 1 as indefinite under § 112 (2). 

Instead, contrary to law, the Examiner has expressly refused to consider the definiteness 
of disputed claim terms in light of the Specification. 

Contrary to law, the Examiner expressly equates breadth of a claim with indefiniteness. 

Contrary to law, the Examiner finds the use of language in the general format of ^ 
depends £ to be indefinite per se. 

The Examiner has imposed several novel and extraneous definiteness requirements that 

have no legal basis; 

• a claim most expressly explain a particular way that a process step might be 
practiced; otherwise the claim language is "inferential" 

• a process claim must recite a structural relationship among recited terms 

1,5.1, Whether or Not the Preamble is a Claim Limitation is Irrelevant to 
Overcoming the Evaminer^s S 112 (t\ Rejection of the C \^\m of Hronp I 

The Examiner has extensively reviewed language in the preamble of Claim 26 for 
compliance with § 1 12 (2), and has found language in the preamble to be indefinite. [See, e.g.. 
Second Final Office Action, pages 2, 4]. If such a finding were sustainable, which Appellants 
dispute, it might have been necessary to determine if the preamble in fact limited the claim, in 
order to determine whether the preamble language could a rejection under § 1 12 (2). 

The Examiner's findings with respect to the preamble are not sustainable. Appellants' 
arguments with respect to the Examiner's reasons for finding § 1 12 (2) indefinire preclude any 
need to determine whether the preamble does or does not actually include a claim limitation. 
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Specifically, even if the preamble does include a claim limitation, AppeDants establish herein 
that the preamble language does not provide any basis for an indefiniteness rqjection under § 
1 12 (2). On the other hand, if the preamble does not include a limitation, then the clarity of the 
preamble is not an issue with respect to § 1 12 (2). 

1^:2. The Proper Legal Standard under 35 U-S.C, $ 112. Second 
Paragraph 

The examiner bears the initial burden, on review of the prior art or on any other ground, 
of presenting a prima facie case of unpatentability. If that burden is met, the burden of coming 
forward with evidence or argument shifts to the applicant, hx re Octiker, 977 F.2d 1443, 1445 
(Fed. Cir. 1992)- 

The Federal Circuit has explained that the second paragraph of § 1 12 contains two 
requirements: Fkst, a claim must set forth what the applicant regards as his invention; and 
second, it must do so with sufficient particularity and distinctness, i.e., the claim must be 
sufficiently "definite." Allen Eng^g Com, v. Bartell Indus, . 299 F.3d 1336, 1348 (Fed. Cir. 
2002) (citing golomon v, Kimberlv-Clark Com,. 216 FJd 1372, 1377 (Fed. Cir. 2000)). See 
also,MPEP §2171. 

**During the prosecution of a patent appJicaJion, a claim's comphance with both 
portions of 35 U.S.C section 1 12, paragraph 2, may be analyzed by consideration of evidence 
beyond the patent specification, including an inventor's statements to the Patent and Trademark 
Office (TTO')." Solomon v. Kimberlv-Clark Corp., 216 F.3d 1372, 1377-1378 (Fed. Cir. 
2000). See also, hire Conlcv. 490 F.2d 972, 976 (C.C.P.A 1974) (noting that the phrase 
"which the applicant regards as his invention'* in the second portion of § 1 12 (2) "has been 
relied upon in cases where some material submitted by applicant, other than his specification, 
shows that a claim does not correspond in scope with what he regards as his invention/')' 

With respect to the first requirement, the subject matter set out in a claim must be 
presumed, in the absence of evidence to the contrary, to be that *Vhich the applicant regards as 
his invention." In re Moore, 439 F.2d 1232, 1235 (C.C.P.A 1971). See also. MP. EP § 2172. 
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With respect to the second requirement: the claims when read in light of the 
specification reasonably apprise those skilled in the art of the scope of the invention, § 112 
demands no more/* Miles Laboratories. Inc. v. Shandon. 997 F.2d 870, 875 (Fed, Cir. 1993); 
see also. S3 Inc. v. nVIDIA Corp,, 259r3d 1364, 1367 (Fed. Cir, 2001), The claims need set 
out and circumscribe a particular area with only a reasonable degree of precision and 
particularity. In re Moore, 58 C.C.PA. 1042, 1046-1047 (C.C.P.A 1971), See also , MPEP § 
2173-02 ("Some latitude in the manner of expression and the aptness of terms should be 
permitted even though the claim language is not as precise as the examiner might desire,")- 

Breadth is not to be equated with indefiniteness. In re Miller, 441 F.2d 689, 693 
(C.C,P,A 1971); see also. In re Robins, 429 F.2d 452, 458 (C.C.P.A 1970) (finding claims ^ 
definite under § 1 12 (2) even though "[g]iving the language its broadest possible meaning. , 
breadth of the claims insofar as the catalyst is concerned is indeed immense . However, 
'Breadth is not indefiniteness.'" (citation omitted, emphasis added)). See also. MPEP § 
2173.04, 

The abihty of an Examiner to enumerate examples encompassed by claim language 
points up the weakness of the Examiner's indefiniteness argument that the meaning of the 
language cannot be ascertained with any degree of reliability. See, In re Robins, 429 F.2d at 
458. 

"In rejecting a claim under the second paragraph of 35 USC 1 12, it is incumbent on the 
examiner to establish that one of ordinary skill in the pertinent art, when reading the claims in 
hght of the supporting specification, would not have been able to ascertain with a reasonable 
degree of precision and particularity the particular area set out and circumscribed by the 
claims." Exoartc Wu- 10 USPQ2d 2031, 2033 (Board of Pat. Appeals and Interferences 1989), 

Thus, in determining whether a claim is sufficiently definite, the Examiner must analyze 
whether one skilled in the art would understand the bounds of the claim when read in light of 
the specification. See Allen Eng^g Corn, v. Bartell Indus., 299 F,3d 1336, 1348 (Fed. Cir, 
2002) (citing Personalized Media Co t^y"^i"s , T..L.C, v, ITC, 161 F.3d 696, 705 (Fed- Cir. 
1998)). 
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There is no requirement under § 112. second paragraph, that a claim must be "a self- 
contained explanation of every step. That is not the role of claims, Thepuiposeof claims is 
not to explain the technology or how it works, but to state the legal boundaries of the patent 
grant." R^Tnn v. ttVTDTA Com., 259 F3d 1364, 1369 (Fed. Cir. 2001) (dismissing the district 
court's objection *'tbat the claims are not self-contained in that they do not explain that 'video 
display infonnation is produced by the controller"0. 

1,5.3, Claim 26 Meets the Proper Legal Standard f or Definitencss 

26. (PREVIOUSLY PRESENTED) A method of playing a game having a game 
outcome that depends at least in part on a predetermined point total, in which a hand of a player 
is compared to a hand of a dealer to determine a winner, comprising: 

allowing a player to select a specific score instead of a player's hand; 

dealing and playing a dealer's hand; and 

comparing the specific score to the dealer's hand and the predetermined point total to 
determine a winner of the game- 
Claim 26 compUes with both of the requirements of § 1 12. second paragraph: It (i) sets 
fortli subject matter that Appellants regard as their invention; and (ii) does so with sufficient 
particularity and distinctness (i.e., it is suflBciently "definite"). 

With respect to the first requirement. Appellants affirmatively state that Claim 26 is 
consonant with one or more aspects their invention. There is no evidence of record that Claim 
26 encompasses anything other than what Appellants regard as their invention. The Examiner 
has made no such assertion. Nonetheless, various comments by the Examiner (particularly 
with respect to the preamble and claim language that is allegedly "inferential") compel 
Appellants to address the possibility that the Examiner believes that Claim 26 encompasses 
more than what Appellants regard as their invention. See discussion in Section 1.5.10 below. 
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With respect to the second requirement, the meaning of the language of Claim 26 meets 
the threshold requirement of bemg reasonably cJear to one having ordinary skill in the art when 
considered in light of the Specification. The language is plain on its face. Ifthis were not the 
case, which Appellants dispute, any lack of clarity is easily resolved by reference to the 
Specifiication, a$ required by the proper legal analysis. 

Some embodiments of tlie present invention provide for replacing either the piayer*s 
hand or the dealer's hand in a game (e.g., a blackjack game) with a specific entry (e.g., a 
specific score). 'Tor example, the player may request a score of 18 to be compared agamst the 
dealer*s hand. . [Specification, page 3, lines 7-10]. Thus, Claim 26 allows a player to select 
a specific score instead of a player 's hand, A specific entry is a score, or set of one or more 
game indicia, specified by a player to replace a random outcome. [Specification, page 7j lines 
6-7]- "The effect of the specific entry is to eliminate at least one random outcome and to limit, 
but not to exclude, the effect of chance on the outcome of the game." [Specification, page 7, 
hues 11-13]. 

According to one aspect of the present invention, a player can request a specific entry 
(e.g,, a specific score) to replace the player's hand. For example, the player may request a 
score of eighteen to be compared against the dealer*s hand, [See, e.g.. Specification, page 3, 
lines 7-15]. According to one blackjack example, "[i]f the score provided by the specific entry 
is higher than the score which results' fix)m the dealer's hand (random outcome) then the game 
rules prescribe that the player wins.^* [Specification, page 7, lines 22-24], For instance, a 
specific score of "19" selected by a player irtstead of a player 's hand is compared to a dealer's 
hand (e.g., having a determined point score of "18") and a predetermined point total of **21** to 
detennine that the player is the winner. Thus, Claim 26 provides for comparing the specific 
score to the dealer *s hand and the predetermined point total to determine a winner of the game. 

Appellants note that the terminology was definite enough for the Examiner to interpret 
the claims and find cause for a restriction of Claims 26 and 27. [First Non-Final Office Action 
mailed September 28, 2001]. The terminology was also definite enough for the Examiner to 
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interpret the claims and find cause to reject those claims as anticipated by asserted prior art in 
three subsequent Office Actions- 

The disputed language, and the Examiner's reasons for finding it indefinite, are 
discussed in detail herein. In summary, the Exarxiiner has not provided any finding or legal 
basis that would support the rejection of Claim 26 under § 1 12 (2). 

1,5.4. AppeUants" Understanding of the Sta ndards Applied by the 
Examiner to GROUP I 

The clann of GROUP I is rejected by the Examiner under § 1 12 (2). Appellants' 
understanding of the standards used by the Examiner in rejecting the claim of GROUP I and 
the specific language in dispute are discussed below. 

The novel standards and analysis estabUshed by the Examiner have no legal basis. 

The Examiner's Breadth is Ihdefiniteness Standard 

The Examiner find$ that Claim 26 includes language that **is so broad as to 
encompasses [sici cvervthuig under the sun . ..." [Examiner's Answer, page 4 (emphasis 
added)]. 

The Examiner also finds that language of Claim 26 "falls way short of hmitine the 
claim t o a Blackjack type game. In fact, since most games ^depend in part' upon a 
predetermined point total, the limitation is considered so broad as to have little affect on 
limiting the scope of the claim." [Second Final Office Action, page 2 (emphasis added)]. 

The Examiner is thxis rejecting Claim 26 for indefiniteness merely because of its 
purported breadth of scope (heremafter tlie "Examiner* s Breadth is Indefiniteness Standard**). 

The Examiner's per se Use of "Depends'* Standard 

The Examiner asserts: "Something the [sic, that?] ^depends' on something is so broad 
as to encompasses [sic] everything under the sun when considered in argument, especially 
when one follows this with 'depends at least in part*" (hereinafter "the Examiner's per se Use 
of 'Depends' Standard). [Second Final OfBce Action, page 4]. Appellants' best understanding 
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is that the Examiner^s per se Use of "Depends" Standard pioliibits any claim language of the 
form A depends on B or A depends at least in part on B because it i^per se indefinite or is *'so 
broad as to [encompass] everything under the sim." 

The Examiner's Inferential Standard 

The Examiner has established a new standard for definiteness (hereinafter 'the 
Examiner's Inferential Standard") by which Appellants' failure to expUcitly recite any 
purportedly "inferred" process steps renders Claim 26 indefinite: 'Hence, one reading the 
claims should not have guess [sic] as to whether or not certain steps that are alluded to have or 
have not occurred. This speculation required renders the metes and bounds of the claims in 
question," [Second Final Office Action, page 4]. 

The Examiner also suggested, **that & Jepson format be used to remove inferential [sic] 
in unclear language" in Claim 26, [Second Final Office Action, page 2; Second Non-Final 
OfQce Action mailed February 27, 2002, page 2; see also Examiner's Interview Summary 
mailed May 29, 2002], 

The Examiner found that each of the steps of the claim of GROUP I included one or 
more terms that the Examiner found indefinite based on the Examiner's Inferential Standard. 
These steps and terms are discussed in further detail in Section 1 ,5.5 below. 

The Exami ner^ s Stmctural Relationship Standard 

According to one standard used by the Examiner (hereinafter 'Hlie Examiner's 
Structural Relationship Standard"): "[A]pplicant has [sic] merely amended using tlie 
alternative word ^depends' which does nothing to correct the indefiniteness. . . . The structural 
relationship of how steps or elements are related must be positively set forth." [Second Final 
Office Action, page 4]. ' 

As understood by Appellants, the Examiner's Structural Relationship Standard requires 
that a structural relationship must be expressly defined between any terms included in a 
process claim. 
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The asserted failure of Claim 26 to comply with the Examiner's novel and baseless 
defmiteness requirements foim the groimds for the rejection of Claim 26 under § 112 (2). To 
the extent these standards depart from the requisite and proper legal analysis, they cannot 
support a rejection under § 1 12 (2). i 

1,5.5, The Examiner^s Refusal to Consid er the Speclficatioii in 
DetermiTiinpr Claim Definitenes s is Contrary to Law 

The indefiniteness rejection of the Claim of GROUP I is flawed and is contrary to law. 

There is no evidence in the record that the Examiner has ever considered the 

delBniteness of any language of any claim rejected under § 112 (2) in hght of the Specification, 

as required by law. Allen Ens^g Corp., 299 F.3d at 1348; S3 Jnc. 259 F3d at 1367; Ex 

uaiteWu- 10 USPQ2d at 2033. See also, MPEP § 2173.02. 

Further, the Examiner admits that the definiteness of disputed language in Claim 26 was 
not considered in light of the SpecificatioxL 

In the Amendment & Response mailed December 13, 2002, Appellants stated that with 
respect to Claim 26 although "there is no requirement that Applicants state how. . .the dealer's 
hand is compared," various examples of how the dealer's hand is compared are set forth in the 
Specification, [page 4], 

In response, the Examiner asserted that any examples set forth in the Specification do 
not "render the claim definite" because "limitations appearing in the specification but not 
recited in the claim are not recited into the claim." [Second Final Office Action, page 4 (citing 
In re Prater, 415 F.2d 1393. 1404-05 (C.C.P,A 1969))]. 

Accordingly, Appellants understand that in analyzing the definiteness of Claim 26 the 
Examiner has refiised to consider any of the allegedly unclear language in light of tlie 
Specification, 

The Examiner's express refusal to consider the Specification in determining 
definiteness and his assertion that a written description cannot render claim language definite 
are clearly contrary to law. See, e.g.. Personalized Media, 161 F.3d at 705 (finding that the 
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written description of the specification was sufficient to inform one skilled in the art of the 
meaning of the claim language "digital detector.")' 

Prater cannot excuse the Examiner's failure to consider the Specification. 

The Examiner has misread and misappUed the cited portion of Prater. The Prater 
prohibition against importing hmitations into a claim has nothing to do with how compliance 
with § 1 12 (2) is determined. 415 F.2d at 1404-05. In P rater, the appellants sought to have a 
claim interpreted as being hmited to a '^machine-implemented" embodiment disclosed in the 
Specification (m order to avoid a rejection under 35 U,S.C. § 101). The court found that in 
making their argument for a narrower scope, the appellants had effectively admitted that the 
claim covered subject matter for wliich they were not seeking patent coverage. Accordiagly, 
the court found that the claim failed to comply with § 1 12 (2) because the claim read on subject 
matter 'Ijeyond that which 'applicant regards as his invention/" 415 F.2d at 1403-04. 

Thus, clarity of language (the second requirement of § 112 (2), as discLissed in Section 
1 .5,2 above) was not even at issue in Prater . Instead, the claim was rejected under § 1 12 (2) 
because the appellants were not claiming what they regarded as their invention (the first 
requirement). 

Thus, Prater does not excuse the Examiner's refusal to consider examples in the 
Specification when reviewing Claim 26 for a reasonable degree of precision and particularity. 

Accordingly, the Examiner's analysis of the definiteness of Claim 26 departs from tiie 
requisite and proper analysis under § 1 12 (2), which requires that a claim be read in Ught of the 
Specification. 
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1.5.6- The Examiner^s Breadth is Indefinitepess Standard Cannot Support 
fl R^^ection under S 112 

As best understood by Appellants, the Examiner finds the preamble of Claim 26 is 
indefimte under the clearly erroneous Breadth is Indefiniteoess Standard- [Second Final 
Action, pages 2, 4]. ; 

The preamble of Claim 26, in: relevant part, reads as follows: A method of playing a 
game having a game outcome that depends at least in part on a predetermined point total, in 
M^hich a hand of a player is compared to a.hand of a dealer to determine a winner.... 

The Examiner states that the language of the preamble "encompasses everything under 

I 

the sun" and *Talls way short of limiting the claim to a Blackjack type game. In fact, since 
most games 'depend in part' upon a predetermined point total, the limitation is considered so 
broad as to have little affect on limiting the scope of the claun." [Second Final Action, pages 2, 

4]. : ; 

The Examiner also contends that it; is '^mcleaf' whether Claim 26 is limited '"merely to 
games such as blackjack. One couici question whether or not is [sic] inchides Baccarat. Even 
games such as bridge depend upon ?L ^predetermined point total'. Arguably one would have to 
question whether or not this claim would cover such a game." [Second Final OflBce Action, 
page 4]. . ; 

Based on these findings, the Examiner asserts that the preamble is indefinite vinder § 
112 (2). [Second Final OfSce Action, page 4 (referring to "the indefiniteness of such 
language")]. | 

Accordingly, the sole basis for finding that the preamble language is indefinite is 
because the Examiner believes the languajge is "so broad" that it is "unclear*' or would cause 
one *to question" its scope, Li othe^ words, the Examiner equates breadth with indefiniteness. 

The Examiner's Breadth is Ipdefiiiiteness Standard is clearly contrary to law. Breadth 
cannot be equated with indefinitene?s, even if the claim breadth is "immense." See, Miller. 441 
F.2d at 693: Robins. 429 F.2d at 458. \ 

The Examiner fails to appreciate that to determine that language is "so broad" (as he has 
done) is to have necessarily determined its "roetes and bounds." One who is able to make a 
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determination of scope (whether narrow otj "so broad") cannot then turn around and say the 

r 

claim scope is "unclear." [ | 

The Examiner does not indicate that any of the particular words hand, player, game, 
game outcome or predetermined point total are unclear or would not be understood by those 
having ordinary skill in the art. As nbted in the Specification, the winners of some types of 
games (e.g., blackjack) may be determined based on comparison with a predetermined point 
total (e.g., "a twenty-one counf * which if exceeded results in a ''busf "). [See, e.g., 
Specification, page 1, lines 27-28]. | j 

The disputed language thus indicates, with at least a reasonable degree of precision, that 
the intended field of use involves play of i type of game that has a game outcome that depends 
at least in par on a predetermined pSint tqtal 

The Specification certainly di>es not obfuscate ttie plain language of the claim; the 

Examiner does not assert otherwise. In fact, as discussed in Section 1.5.5 above, the Examiner 

1 ^ 

refused to consider the Specification at all; in considering claim definiteness. 

in fact, contrary to the Exammer'sj assertion that the preamble language is unpatentably 
imprecise, the Examiner admits thatjhe h Js been able to discem a particular meaning. 
Specifically, the Examiner has indicLted a|t least three types of games having outcomes of the 
sort that he believes are reasonably ^compassed by the preamble language: '"bridge " 
"Baccaratp" and **blackjack " [Second Filial Office Aetion, page 4]. 

The ability of the Examiner jo enijmerate three examples that he believes are 
encompassed by the preamble langi^ge fatally imdermines the Examiner's argument that the 
meaning or scope of that language is unclear. See^ Robins, 429 F,2d at 458. 

The Examiner's standard is lontrary to law. Furthermore, the findings with respect to 
the uncertainty of the preamble language are contradicted by the Examiner's own admissions 
and thus caimot be the basis for a rejection under § 1 12 (2). 
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1.5.7. The Examiner^ par yg Use of "Depends^ Standard Cannot Support 
a Rejection under 6 112 (2) 

The Examiner finds that language in the preamble, a game outcome that depends at 
least in part on a predetermined point total (emphasis added), renders Claim 26 indefinite 
under the Examiner's per se Use of '"Depends** Standard. 

The Examiner's standard and the findings with respect to this language are contrary to 
law and cannot be the basis for a rejection under § 112 (2). 

To the extent that the Examiner objects to the use of the "depends" because it 
purportedly ^'encompasses everything," the Examiner's per se Use of "Depends" Standard is 
merely a variation of the Examiner's Breadth is Indefiniteness Standard. As discussed in 
Section L5.6 above, breadth is not to be equated with indefiniteness. 

Although it is not clear, the Examiner appears to be objecting to on the mere use of 
depends or depends at least in part on as a basis for finding that the preamble is unpatentahly 
unclear: "Something the [sic] 'depends' on something is so broad as to encompasses [sic] 
everything under the swj when considered in argument, especially when one follows this with 
'depends at least in part/ [Second Final Office Action, page 4]. 

There is no legal basis for any novel per se rule for indefiniteness prohibiting the mere 
use of "depends." Tlie Examiner does not indicate any authority for this contention. 

Any assertion that language in the general form A depends at least in part on B is 
indefinite because it "encompasses everything** strains credulity. Such an argument must 
consciously and indefensibly ignore what^ and B might describe. Accordingly, the 
Examiner's per se Use of "Depends" Standard cannot be the basis for a rejection under § 1 12 
(2). 

Further, as discussed in Section 1,5-6 above, the meaning of the disputed preamble 
language would be reasonably clear to one of ordinary skill in the art. 

The mere use of "depends" is^ not a proper basis for rejecting Claim 26 under § 1 12 (2), 
To the extent the Examiner relied upon sxibh a baseless per se rule, the rejection of Claim 26 
cannot stand. 
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1^ 8. Thi^ y Yamin er^s Inferential Standard Cannot Support a Reiection 
nnder S 112 (2) 

As best understood by Appellants' j every step of the claim of GROUP I includes 
language that puipoitedly fails the Examiner's Inferential Standard, 

The language of Claim 26 is definite under § 112 (2). The Examiner's Inferential 
Standard has no legal basis, nor do the Examiner's findings that certain terms are "inferential" 
support any rejection under § 1 12 (2). \ 

Under the Examiner's Inferential Standard, a claim should be rejected if "one reading 
the claims [has to] guess as to whether or tiot certain steps that ai-e alluded to have or have not 
occurred." For the Examiner, this "speculation" is fatal to patentability. [Second Final Office 
Action, page 4], 

According to the Examiner: "for the step of a claim to be definite, the physical steps 
required to be performed must be clear." The Examiner asserts that various terms and steps 

recited in Claim 26 "infer steps have talcen place" that are not also explicitly included in thte 

I 

claim. [Second Final Office Action, page:4]. According to the Examiner, this creates "a scope 
of claim problem where one would be required to guess as to the steps to play the game that 
fall before, between and after the steps of 'allowing', 'dealing* and 'comparing'." [Second 
Final Office Action, page 2]. j 

This last statement is perhaps the liiost informative in understanding why the Examiner 
objects so strongly to the alleged lack of detail in Claim 26: The Examiner appears convinced 
that Appellants must claim in more detail how to play a very specific game. The Examiner is 
thus very concerned that more detailed steps are not provided (e-g., clarifying what a hand is, 
how a hand dealt, how an outcome is depends on a point total, how a player actually selects a 
specific score), and, as discussed in Section L5,6 above, is very uncomfortable with the 

puiported scope of Claim 26. The Examiner has repeatedly suggested that Appellants redraft 

I 

Claim 26 as in a Jepson claim format in order to avoid the alleged problem with '^inferential" 
language. [Second Final Office Action, plage 2; Second Non-Final Office Action mailed 
February 27, 2002, page 2; see also Examliner*s Interview Summary mailed May 29, 2002]. 
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The Examincr*s concern is misguided and his findings provide no basis for a rejection 
under § 112 (2). First, it is the role of the disclosure, not the claims, to provide a description of 
and to enable the invention. The Examiner is effectively asserting tliat in order to comply with 
§ 1 12 (2), Claim 26 must include a more detailed example of each of the claim steps. There is 
no requirement under § 112 (2), however, that a claim must be *'a self-contained explanation of 
every step. That is not the role of claims. The purpose of claims is not to explain the 
technology or how it works, but to state the legal boundaries of the patent grant," S3 Inc., 259 
F.3d at 1369. There is no legal basis for a rejection under § 1 12 (2) merely because a claim 
fails to have the level of detail desired by the Examuier, 

Thus, contrary to the Examiner's assertion, there is no requirement to recite *the 
physical steps required to be performed." Appellants caimot state more plainly tliat if a step is 
not recited, it is not required . 

To the extent the Examiner intended to reject Claim 26 under the first paragraph of § 
1 12 as not being enabled, the Examiner has never indicated why one having ordinary skill in 
the art would be unable to make or use the claimed invention in light of the Specification - See 
also, discussion in Section 1.5.10 below. To the contrary, as discussed in Section 1.5.5 above, 
the Examiner has apparently refused to consider the disclosure in reviewing the patentability of 
Claim 26. 

Second, as discussed in Section 1.5-10 below, Appellants are not limited by the 
disclosure to claiming a specific, detailed game process. A5 described in the Specification, at 

i 

least one of the broader aspects of Appellants' invention provides generally for a way of 
playing many types of games, and in some aspects Appellants* invention may be implemented 
as a modification of a known game (e.g.,'blackjack). [Specification, page 2, line 30 to page 3, 
line 13]. 

Further, the Examiner also identified each of the Alvarez and Keller references as 
teaching every feature of everv r.laimed step, [Second Final Office Action, page 3 (rejecting 
Claim 26 as anticipated bv each reference)]. In some instances, as discussed below, the 
Examiner spontaneously provided examples he alleges are encompassed by disputed claim 
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language- Regardless of whether the Examiner's interpretations of the steps and / or the 
references are coirect, the examples of the subject matter proffertsd by the Examiner clearly 
contradict the Examiner's aJlegation that one having ordinary skill in the art would have to 
"speculate" as to how to practice the claimed invention. This critically undermines any 
argument the language is unclear. Robins, 429 F.2d at 458. Again, the Examiner fails to 
appreciate that the ability of one of skill in the art to conceive of many embodiments 
encompassed by particular language does not leave one "at a loss" as to claim scope. 



The Examiner's improper treatment of each of the steps of Claim 26 under the 
Examiner' s Inferential Standard is now discussed in detail. 

Step A: allowing a player to select a specific score instead of a player's hand. 

The Examiner asserts that a specific score and a player's hand are "inferential since a 
score for a player's hand and selecting a players [sic] hand has [sic] not been previously 
recited." [Second Final Office Action, page 2]. As stated by the Examiner in another way, 
"They further infer steps have taken place such as a player being offered a 'players [sic] hand' 
or that he has the option of playing a/players [sic] hand' in the alternative to selecting a 
specific score." [Second Final Office Action, page 4]. 

Appellants' best understanding is that under the Examiner's Inferential Standard, a step 
generally directed to allowing a player to select A instead of 3 is indefinite unless A and B 
have also been explicitly **offered" to the player in a required preceding step- 
Alternatively, or in addition, the Examiner may be requiring that a particular way of 
generating a player's hand and / or a particular way of determining a specific score be 
explicitly recited in the claim, but this is not entirely clear to Appellants, 

There is no perse rule about ^'inferential" recitation of subject matter, and especially 
not with respect to subj ect matter recited in describing a step of a process claim. The 
Examiner's reasons for objecting to the clear language of this step are without basis in law and 
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have nothiBg to do with clarity of meaning. By analogy, the Examiner would have found a 
claimed step of 'lianging a picture onia wall" to be indefinite if the picture and wall, despite 
their plain meaning to those stLlled in; the art, were not V^viously recited" and their origins 
satisfactorily defined. ! 

Appellants are under no obligation here to explain in the claim how the step of allowing 
may take place, what a player 's /la/ic/jisjor how the player may select a specific score. There 
is no requkement under § 1 12 (2) that Claim 26 must be "a self-contained explanation" of what 
the step of allowing may entail- "That is not the role of claims." S3 Inc., 259 F.3d at 1369. 

Further, if there were any uncertainty as to the plain meaning of the language to one 

•1 i 

having ordinary skill in the art, which Appellants dispute, it would easily be resolved by 
consideration of the disclosure, which, a!s disclosed in Section 1-5.5 above, the Examiner has 
not done. For example, the Specificaetion at page 3 describes an exemplary process in which a 
player is allowed to request a particular score ("18") to replace the player's hand; the score 
maybe represented by a game piece.' [lines 7-15], 

The Examiner also identifiedf' eabh of the Alvarez and Keller references as teaching the 
claimed step. [Second Final Office Action, page 3 (rejecting Claim 26 as anticipated bv each 
reference)]. This critically undermines any argument the language is unclear to one having 
oidinary skill in the art, Robins, 429F,2d at 458. 

In summary, the recited step of allowing a player to select a specific score instead of a 
player's hand sets out and circumscribes particular subject matter with a reasonable degree of 
precision and particularity. The disputed language cannot support a rejection under § 112 (2). 

! I 

Step B: dealing and playing a dealer 's hand. 

-•I i 
I 

The Examiner asserts: '*The steps required by 'playing a dealer's hand' are inferential.' 
[Second Final Office Action, page 2]. ! 

Merely "playing a dealer's hand" for example leaves one at a loss as to what must 
physically done [sic] according to the claim. While one knows that in blackjack, 
for example, the steps required for dealing a dealers [sic] hand requires a one card 
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face up and one card face down, these steps cannot be inferred to be included in 
the claim. ! 

[Second Final Office Action, page 4],; 

Thus, Appellants* best understanding is that under the Examiner's Liferential Standard^ 
the scope of dealing and playing a dealer's hand is indefinite because purported "steps 
required" for a dealer's hand to he played and dealt are not included in Claim 26. 

In fact, no such steps are required to practice Claim 26, and therefore Appellants are not 
required to recite them. 

Appellants mote that all that is "required to be perfonned'' in the method of Claim 26 is 
sufficiently clear from the disputed language of the step itself Appellants claim that a dealer's 
hand is dealt and toat the dealer's hand is played. The dealer's hand is compared to the specific 
score to determine the winner of the game, but the marmer in which the dealer's hand is dealt 
and / or played is not essential to the practice of the method of Claim 26. Accordingly, a 
fiirther explanation of how the step of dealing and playing a dealer *s hand may be performed is 
not required for definiteness. 

There is no requirement under § 112 (2) that Claim 26 mu$t be "a self-contained 
explanation" of what dealing and playing a dealer's hand may entail, "That is not the role of 
claims." S3 Inc., 259 F,3d at 1369, 

Appellants agree that the process step is not expressly limited to the detailed dealing 
process described by the Examiner. That is not relevant to a finding of indefiniteness under § 
112(2). 

If the Examiner is simply arguing that one having ordinary skill would read the step as 
covering many different ways of dealing and playing a dealer *s hand, then the Examiner's 
objection to this step is merely that it is too broad. As discussed above in Section 1 .5.6 above, 
mere breadth cannot be equated with indefiniteness. 

Appellants do not believe that the Examiner is actually asserting that any of the specific 
language used in the step would be unclear to one having ordinary skill in the art. The 
Examiner does not assert, for example, that any word is unfamiliar, would contradict ordinary 
usage, or is an objectionable term of degree (e.g., "about," "substantially*')- 
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To the contrary, in examining Claim 26, the Examiner readily conceived of one 
example of dealing and playing a dealer 's hand that is related to blackjack, [Second Final 
Office Action, page 4]. The Examineir^s detailed example of how the step might be practiced 
(e,g., as "in blackjack") behes any argument that the language is indefinite. Rather than being 
"at a loss," the Examiner was able to conceive of this "blackjack** example. 

The Examiner also identified each of the Alvarez and Keller references as teaching the 
claimed step, [Second Final Office Action, page 3 (rejecting Claim 26 as anticipated by each 
reference)]. Regardless of whether the Examiner's interpretations of the step and / or the 
references are correct, the examples ot the subject matter proffered by the Examiner clearly 
contradict the Examiner's allegation that one having ordinary skill in the ait woxild be "at a 
loss'* as to how to practice the claimed invention. This critically imdermines any argument the 
language is imclear. Robins, 429 F.2d at 458, Again, the Examiner fails to appreciate that the 

ability of one of skill in the art to conceive of many embodiments encompassed by particular 

Ij 

language does not leave one "at a loss" as to claim scope. 

It on the other hand, the Examiner intended to reject Claim 26 for faiUng to have a 
disclosure that would enable one having ordinary skill to determine what must be done to make 
or use the invention claimed in Claimj 26, this unidentified basis for rejection is addressed 
briefly in Section 1.5.10 below. || 

In summary, the recited step of dealing and playing a dealer's hand sets out and 

! 

cuxumscribes particular subject matter with a reasonable degree of precision and particularity. 
The disputed language cannot support a rejection under § 1 12 (2). 

Step C: comparing the specij^c score to the dealer 's hand and the predetermined point 
total to determine a winner of the game. 

The Examiner asserts that a dealer's hand is "inferential since how [it] can be compared 

is not set forth." [Second Final OfiScl Acdon, page 2]. The Examiner further asserts; 

[H]ow a "dealer's hand" is coksidered to have a "score" must be inferred in order 
to compare it to determine a winner. More definitely the sxim of the indicia on the 
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cards dealt to the dealer are compared to the specific number selected by the 
player to be his final "score". ^ 

[Second Final Office Action, page 4].. It is not clear if the latter statement is directed to Claim 

26, which does not recite a "score" ofia dealer's hand. 

Nevertheless, Appellants' besi understanding is that under the Exaimner's Inferential 

Standard, Appellants must explicitly recite at least one way one might practice the step of 

comparing the specific score to the dealer's hand. 

There is no requirement uadeti § 1 12 (2) that Claim 26 must be "a self-contained 

j 

explanation" of what comparing the specific score to the dealer's hand and the predetermined 
point total to determine a winner of the game TnBy^t2ils "That is not the role of claims." S3 
Inc^259F.3dat 1369. 

Again, the Examiner appears to object merely on the basis that the recited step might 
encompass many different embodiments — it is broad. The Examiner simply insists that 
Appellants claim a specific game "[m^ore definitely,*' Breadth is not to be equated with 
indefiniteness. ; 

The Examiner in no way supports a finding that one having ordinary skill would be 
unable to determine what Appellants mean by specific score or comparing of a specific score to 
a dealer's hand. To the contrary, the] Examiner describes a particular way that a score for a 
dealer's hand might be determined for comparison to the specific score to determine a winner. 
[Second Final Office Action, page 4]! 

In addition, the Examiner also identified each of the Alvarez and Keller references as 

teaching the claimed step. [Second Fiinal OfiSce Action, page 3 (rejecting Claim 26 as 

i 

anticipated bv each reference)]. The enumeration of several examples critically undermines 
any argument the language is unclear.to one having ordinary skill in the art. Robins, 429 F.2d 
at 458. 

The Examiner's stubborn insistence that Appellants expressly claim a particular way of 
performing the steps of Claim 26 cannot support a finding that Claim 26 is indefinite under § 
1 1 2 (2), To the contrary, the Examinier's ready ability to suggest examples that would be 
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covered by Claim 26 undermines any argument that one having ordinary skill m the art would 
have difi&culty in discerning the scope of the claimed subject matter. 

In summary, the recited step of comparing the specific score io the dealer *s hand and 
the predetermined point total to determine a winner of the game sets out and circumscribes 
particular subject matter with a reasonable degree ofprecision and particularity. The disputed 

language caimot support a rejection under § 1 12 (2). 

Accordingly, none of the disputed language of Claim 26 is proper grounds for a 
rejection under § 1 12 (2). 

1.5.9. The Examiner's Structural Relationship Standard Cannot Support a 
Rejection under § 112 (2) 

The Examiner's novel Structural Relationship Standard requires that any terms, 
including language iu the preamble of a process claim, recite a structural relationship in order 
for the language to be definite. This new standard requiring "structure" or "physical" 
dependence is confusing and cannot have a basis in law. 

Appellants' best understanding is that under the Examiuer's Structural Relationship 
Standard, Claim 26 is indefinite because the preamble does not specify a "physical" or 
"structural" relationsliip between a game having a game outcome and a predetermined point 
total. 

For example, the Examiner asserts: "[A]pplicant has [sic] merely amended using the 
alternative word ^depends' which does nothing to correct the indefiniteness, . The structural 
relationship of how steps or elements are related must be positively set forth." [Second Final 
Office Action, page 4], 

The Examiner also asserts it is "unclear^' how "a game is [sic] physically 'depends at 
least in part on a predetennined point total/" [Second Final OflBLce Action, page 2]. 

This proposed requirement that ''physical" or "structural" dependence between a game 
{or game outcome) aud a point total is necessary to provide definitencss to the claim language 
has no legal basis. 
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All that is required for definiteness under § 1 1 2 (2) is that the language reasonably 
apprise one of ordinary skill in the art as to the scope of the claim: "§ 1 12 demands no more/' 
Miles T.aboratories, 997 F,2d at 875, Thus, while it might be true that with respect to some 
types of inventions, a failure to indicate a structural relationship between physical elements 
may make the scope unpatentably unclear, a "structural relationship'* is not a requirement. It is 
certainly not a requirement for a process claim (much less its preamble). 

As discussed in Section 1.5.6 above, one having ordmary skill in the art would the 
meaning of a game having an outcome that depends at least in part on a predetermined point 
total reasonably clear (despite the purported absence of a defined "structural relationship' 

Accordingly, Appellants' failure to recite a "structural relationship" or indicate 
''physical" dependence between a game and a point total is not a proper basis for rejecting 
Claim 26 under § 1 12 (2). To the extent the Examiner reUed upon such a baseless standard, the 
rejection of Claim 26 cannot stand. 

1 -5-lQ- Claim 26 is Not Undnlv Broad 

The Examiner has made numerous assertions as to the breadth of language in the 
preamble of Claim 26. See discussion in Section 1.5.6 above. The Examiner has also asserted 
that language of Claim 26 is improperly unclear because some of it is "inferential/' 

Based on numerous references made to "indefiniteness" and ''unclear*' scope. 
Appellants presume that the Examiner rejected Claim 26 under § 1 12 (2) for lack of 
definiteness only. Nonetheless, Appellants feel compelled to address other possible 
impUcations of the Examiner's finding that Claim 26 has "inferential" language and language 
that is "so broad" it '^encompasses everything.** 

Not Broader than What Appellants Regard as their Invention 

The Examiner does not assert that because of the piuported breadth of Claim 26, or 
because of purported "inferential" language, ihe claim is not directed to what Appellants regard 
as ttieir invention. There is no evidence of record that would remotely suppoit any such finding 
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or grounds for rejection under § 112 (2), and the Examiner does not even indicate any. For 
instance, the Examiner has not indicated any statements by Appellants, beyond the patent 
specification, that may be rehed upoik in determining that Claim 26 does not correspond m 
scope with what Appellants regard asj their invention. See, Solomon, 216 F,3d at 1377-1378; 
Coplev. 490 F,2d at 976; see also, MPBP § 2172. In the absence of evidence to tlae contrary, 
the subject matter set out in a claim must be presumed to be that 'Nvhich the applicant regards 
as his invention." Moore. 439 F2d at 1235. 

Accordingly, there is no basis for finding that Claim 26 fails to recite what Appellants 
regard as their invention, and thus no grounds for rejection under § 1 12 (2), 

i- 

Not Broader than the Disclosure 

To the extent that the Examiner is holding that Qaim 26 is broader than the disclosure 
because it "falls way short" of being limited to "a Blackjack type game" [Second Final Ofl&ce 
Action, page 2], or has failed to recite essential matter that is only "inferred," such rejections 
are more properly considered under the first paragraph of 35 U.S.C. § 1 12 than on the second 
paragraph. Robins. 429 F.2d at 456-57, n. 8 (citing InreHalleclc 422 F.2d 911 (C.C.P.A 
1970); InreBorkowsld. 422 F.2d 904 (C.C.PA 1970); and In rc Wakefield, 422 F.2d 897 
(C.CP.A 1970)); see also. MPBP § 2174 ("If a description or the enabling disclosure of a 
specificatiou is not commensurate in scope with the subject matter encompassed by a claim, 
that fact alone does not render the claim imprecise or indefinite or other-wise not in comphanoe 
with 35 U.S.C, 1 12, second paragraph; rather, the claim is based on an insufficient disclosure 
(35 U.S.C. 1 12, first paragraph) and should be rejected on that ground." (citing Boxtowski))- 

To the extent the Examiner intended a rejection under the first paragraph of § 1 12, the 
rejection must be reversed. The Specification contains at least one statement of Appellants* 
invention that does not limit Claim 26 to "a Blackjack type gome." [See Specification, page 2, 
line 30 to page 3, line 13 (". . .there is provided a method of administering a game, where the 
game involves at least a first random outcome and a second random outcome combined 
according to game rales to produce a game outcome.")]. Further, the sufficiency of the 
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Specification to satisfy the 'Taest mode" requirement of § 1 12 or to enable one skilled in tlie art 
to practice Appellants' process as brc^adly as it is claimed has not been questioned by the 
Exarniner. 

Accordingly, the claims are not broader than the disclosure, and there are no grounds 
for a rejection under 35 U.S.C. § 1 11, first paragraph. See, Robins. 429 F.2d at 456. 

1.5.11. Conclosion: The Claim of GROUP I CompMcs with S 112 (21 

In conclusion, the Examiner has not set forth a prima facie case of unpatentability of the 

claim of GROUP I under § 112 (2), In fact. Claim 26 (i) sets forth subject matter tliat 

1 

Appellants regard as their invention; :'and (ii) does so with sufficient particularity and 

I 

distinctness (i.e., it is sufficiently "definite"). 
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S^ARATE ARGTJMENT OF PATENTABILITY! 

2. GROUP II 

GROUP n includes independent Claim 27, 

The rejection of the claim of GROUP 11 is flawed because the Examiner has not made a 
prima facie case of unpatentability of any claim of GROUP 

Specifically, the Examiner has not shown that any claim of GROUP II can be deemed to 
be either indefinite or anticipated by the prior ait of record, 

2.1. Independent Claim tl 

Independent Claim 27 is directed to a method of playing a game having a game 
outcome that depends at least in part on a predetermined point total, in which a hand of a player 
is compared to a band of a dealer to determine a winner. 

The method comprises allowing a player to select a specific score instead of a dealer's 
hand. A player's hand is dealt and played. The method also comprises comparing the player's 
hand to the specific score to determine a' winner of the game. 

2*2. Advantages of Independent Claim 27 

The embodiment of Claim 27 provides several advantages not even disclosed or 
suggested, much less recognized, by Ithe prior art of record (either alone or in combination). 

In general, the method of Claim. 27 is advantageous in that it provides for aUowing a 
player to select a specific score instead. of a dealer's hand. Thus, a player of a game may be 
allowed to select a specific score in lieu of having tlie dealer play a hand. According to one 
example, a player may request a score of "18" be used to replace a dealer's hand in a blackjack 
game. [Specification, page 3. lines 7-1 1]- By allowing a player to receive a specific score 
instead of a dealer's hand, a game played in accordance with such a provision may be more 
attractive to a player. For example, the player may have a greater sense of control over the 
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game and a feeling thai the player can change his/her luck, or at least escape fcom a run of a 
certaiu kind of bad luck or from a continued temi of bad luck. As a result, players may 
continue playing, rather than becoming discouraged. [Specification, page 5, lines 4-8]. 

In general, the method of Claiin 27 is also advantageous in tiliat it provides for dealing 
and playing a player s hand. Thus, tie inethod allows for play of a gam© in which a hand of a 
player is dealt. In an example of a blacKjack game, dealing and playing a player's hand would 
be a random outcome. [See, e.g., Specification, page 7, lines 17-18 (discussing dealing of a 
dealer's hand as a random outcome)]! Thus, dealing a player*s hand and playing liie player's 
hand is advantageous in that even if a pljayer has selected a specific score instead of a dealer's 

hand, the effect of chance on the outcome of a game may not be excluded. [See, e.g., 

■j 

SpecificatioTij page 7, lines 11-13]. I 

The winners of some types of games (e,g., blackjack) may be determined based on 
comparison of a player's hand with J score associated with a dealer (e.g., the "count value" of a 
dealer's hand), [See, e.g., Specification, page 1, Unes 27-28]. The method of Claim 27 is 
further advantageous in that it provides for comparing the player '5 hand and the specific score 
to determine a winner of a game, Ttiusi determining a winner in this manner allows for an 
entity (e.g., a casmo) to take into account (a) the specific score (e.g., "18") selected by a player 
in place of a dealer *s hand and (b) the player *s hand. According to some embodiments, for 
example, the playing of the player's;haad may result in a score (e.g., "20'*) that is compared 
with the specific score selected by th|e player replace the dealer*s hand (e.g., "IS**)- ^<^^ 
instance, in a game of blackjack, if the specific score "18" is less than the score which results 
from play of the dealer's hand, then ihe game rules may prescribe that the player wins (e.g., if 



the player's score is not greater than 



**21." Thus, Claim 27 advantageously allows that a player 



may be detemiined to be the winner of a game based on a comparison of a specific score 



(selected instead of a dealer's hand) 



to the player's hand. 
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23. No Prima Facie Showing of Anticipation of the Claim of GROUP II 

i 

A reading of the rejections of!liie claim of GROUP H reveals that the Examiner has 
consistently ignored or misinterpreted the limitations of the claims. Several limitations are not 
disclosed or suggested by the refererices of record. Accordingly, the Examiner has not 
presented z.prima facie case of anticipation of the claim of GROUP II, 

The proper legal standards for anticipation are included in Section 1.3 above. 

2.3.1. No showing that the references sug gest allowing a nlaver to select a 
specific score instead of a dealer^s hand 

Claim 27 recites a feature of allowing a player to select a specific score instead of a 
dealer 's hand that is not disclosed by either Keller or Alvarez . 



The dealer's hand is one of the '^ost important events" in the Keller svstem 

As discussed in Section 1,3-1 above, Keller does not teach or suggest allowing a player 
to replace a random outcome with a specific score. 

In fact, Keller describes "the Blackjack player's first two cards, and the Dealer's hand" 
as '"die two most ixnportant events in a 21 game/* [Column 9, lines 1 8-20 (emphasis added)]. 

Thus, Keller is devoid of any hint or saggestion of allowing a player to select a specific 
score instead of a dealer 's hand (emphasis added). 

KeJler cannot suggest that a player may be allowed to select a specific score instead of a 
dealer's hand. 

Nonetheless, the Examiner asserts; "As to Keller a player is allowed to select a specific 
entry, such as "4+5" or "21 bet" and this entry is compared to the dealers [sic] hand to 
determine a winner. Keller shows a 'side bet* game where these wagering options are 
evaluated 'instead of the player's or dealer's hand." (Second Final Office Action, page 4]. 

The Examiner thus focuses inappropriately on an "evaluation'* aspect of the Keller 
system without even asserting that KeUer suggests a selection by a player of a specific score 
instead of a dealer's hand (emphasis added). 
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There is no suggestion that the "side bet" options in Keller of "4+5" and "21 bet" relied 
on by the Examiner are selected instead of a dealer 's hand, which is one of "the most important 
events of the game/* 

The Examiner also asserts: '^Keller shows a player selecting a ^specific score[*]on the 
'players betting palette' and comparing that to the dealers [sic] hand (for example dealer 
breaks) to determine the winner of the game." [Second Final Office Action, page 3; First Final 
OfBce Action, page 3]. 

Appellants dispute that "dealer breaks" suggests a specific score. 

Also, there is nothing in Keller that would suggest that the "dealer breaks" "side bet" is 
selected by the player instead of a dealer's hand. 

To the contrary, in recognizing that this *^vagering option" in Keller is merely a "side 
bet " the Examiner concedes that the dealer in the Keller system must still receive and play a 
dealer's hand — ^the player is never allowed to select a specific score instead of a dealer's hand. 

The lottery system of Alvarez does not teach or suggest allowing a plaver to replace a random 
outcome 

As discussed in Section 1.3.1 above, the lottery system of Alvarez does not teach a 
specific score. Accordingly, there is no suggestion of allowing a player to replace a random 
outcome, as is provided in Claim 27 by allov^ing a player to select a specific score instead of a 
dealer's hand (emphasis added). The selected lottery numbers in Alvarez are not a specific 
entry or a specific score. They are not specified to replace or eltminate a random outcome. 
[Specification, page 7, hues 6-7, II7I3]. 

Nonedieless, the Examiner insists that the "specific score" is the "plurahty of numbers" 
selected by the player. The Examiner simply asserts that this selection is '4nstead of a dealer's 
hand" [Second Final Office Action, page 5]. 

Appellants do not understand this assertion, and accordingly dispute this interpretation 
of Alvarez . The Examiner implies that a player has a choice of eitlier selecting numbers to play 
or a dealer s hand. The Examiner has never even attempted to cite a portion of Alvarez that 
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supports this strained interpretation— no such choice is remotely suggested. In fact, in 
discussing Claim 2(5, the Examiner states that the numbers randomly drawn in the lottery 
drawing suggest a dealer 's hand. [Second Final OfiGce Action, page 5]. Thus, the Examiner's 
assertion appears to be that a player can select a plurality of lottery numbers instead of having 
the lottery drawing take place at all^this does not make any sense. Applying the Examiner* s 
interpretation of Alvarez, this inteipitetation would equate allowing a lottery customer to select 
the outcome of a lottery, which is cldarly illogicaL 

Nothing in the lottery system; of Alvarez even remotely suggests a dealer 's hand, or a 
specific score, and therefore Alvare2i cannot suggest allowing a player an option ot selecting a 
specific score instead of a dealer *s hand . 

2J-2- No showing that tJie references suggest comparing the specific score 
to the dealer^s handland the predetermined point tota l t n rifttermme a 
winner of the garoe ' 

Claim 27 provides for a featujre comparing the player's hand to the specific score to 
determine a winner of (he game thatjis not disclosed by either Keller or Alvarez , 

Keller does not teach a specific scork selected instead of a dealer's hand 



As discussed in Section 2.3. 
select a specific score instead of a 



teach or suggest comparing a specijl 
dealer's hand to determine a winnei 



above, Keller cannot teach or suggest allowing a player to 
's hand (emphasis added). Accordingly, Keller cannot 



{&aler 



c score that is selected instead of a dealer 's hand to a 
of a game, as generally recited in independent Claim 27. 



Alvarez does not teach a svecific score selected instead of a dealer 's hand 



A$ discussed in Section 2,3,1 above, Alvarez cannot teach or suggest a specific score or 
a dealer's hand, much less allowing ' a player to select a specific score instead of a dealer's 
hand (emphasis added). According! y, Alvarez cannot teach or suggest comparing a specific 
score (that is selected instead of a d foler 's hand) to a player 's hand to determine a winner of a 
game^ as generally recited in independent Claim 27. 
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The Examiner states that Alvareg_ shows comparing a specific score (allegedly the 
selected plurality of lottery numbers) to th^ player's hand (allegedly the "outcome of the 
lottery*^. Appellants do not agree with this interpretation of Alvarez . 

As best understood by Appellants, this characterization of a state-wide lottery drawing 
requires one to view the set of numbers dr^wn by the lottery authority (for use in comparison to 

all of the players' lottery picks) as a playefi *s hand and strains credulity. It has no evidentiary 

i I 

basis in Alvarez or in what would have been known to one having ordinary skill in the art. 

Further, with respect to Claim 26, the Examiner asserted that the lottery drawing 
suggested a dealer's hand:, not a player's hand — ^there is no reconciling these mutually 
exclusive interpretations of the lottery drawing. [Second Final OfSce Action, page 5], 

The conventional lottery drawing d;escribed in Alvarez does not suggest dealing and 

r 

playing a player's hand, much less comparing a player's hand to a specific score to determine 
a winner of thegamsy as generally recited in ind^endent Claim 27. 

V 

2.4. The Claim of GROUP II Allowable Over the Cited References 



As described in Section 2.3 above, me Examiner has failed to provide a prima facie 
showing of anticipation of the claim of GROUP n in hght of either Keller or Alvarez . 

In addition, as described above, neither of the references anticipates the claim of 
GROUP n. I 

In addition, the references caimot bje combined in any maimer that would render the 
claim of GROUP 11 obvious. 



2-4.1. The references do not suggest all of the features 



As discussed in Section 2.3 above, no cited reference suggests the features of: 
• allowing a player to select a specific score instead of a dealer 's hand 



• comparing the player 's hand to the specific score to determine a winner of the game 
as recited in independent Claim 27. 
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Accordingly, the references, alone or in combination, cannot teach or suggest all of the 
features of the claim of GROUP H. 

2.4-2* No motivation to combine the references 

As discussed in Section 1.4.2 above, there is no suggestion in the record to make the 
combination or modification of the references, and the cited references are not analogous. 

2.5. No PriCTia Facie Showing of Indefiniteness of the Claim of Group 11 

The Examiner has not satisfied the initial burden of proof by establishing either (i) that 
the claim of GROUP H, when read in light of the specification, would not reasonably uprise 
those skilled in the relevant ait of the scope of the nivention, or (ii) that the claim of GROUP n 
does not claim what Applicants regard as their invention. 

The Examiner thus has not provided any proper legal basis for rejecting the claim of 
GROUP n as indefinite under § 1 12 (2)1 

Instead, contrary to law, the Exaiminer has expressly refused to consider the definiteness 
of disputed claim terms in light of the Specification- 

Contrary to law, the Examiner expressly equates breadth of a claim with indefiniteness. 

Contrary to law, the Examiner finds the use of language in the general format of A 
depends on B to be indefinite per se. 

The Examiner has imposed sevej^ novel and extraneous definiteness requirements that 
have no legal basis: 

• a claim must expressly explain a particular way that a process step might be 

practiced; otherwise the claim language is "inferential" 
■ a process claim must recite a structural relationship among recited terms 
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2.5.1. Whether or Not the Preamble is a Claim Limitation is Irrelevant to 
nverr;nmmp the Examiner^s S 112 (D Rejection of the Claim of Group II 

The preamble of Claim 27 is identical to the preamble of Claim 26. As discussed in 

Section 1.5.1 above, as the Examiner's findings vnlh respect to the preamble are not 

sustainable, it is not necessary to determine whether the preamble does or does not actually 

include a claim Jimitation in order to reverse the § 1 12 (2) rejecti-on. 

2.5.2. The Proper Legal Standard under 35 U -S-C. S 112. Second 
Paragraph 

The examiner bears the initial burden, on review of the prior art or on any other ground, 
of presenting a prima facie case of impatentability. If that burden is met, the burden of coming 
forward with evidence or argument shifts to the applicant. In re Oetiker, 977 F,2d 1443, 1445 
(Fed. Cir. 1992). 

The proper legal standard for examination under § 1 12 (2) is discussed in Section 1.5.2 

above. 

2.53. riaiin 27 Meets the Proper Legal Standard for Definiteness 

27- (PREVIOUSLY PRESENTED) A method of playing a game having a game outcome 
that depends at least in part on a predetermined point total, in wliich a hand of a player is 
compared to a hand of a dealer to determine a wiimer, comprising: 

allowing a player to select a specific score instead of a dealer's hand; 

dealing and playing a player's hand; and 

comparing the player's hand to the specific score to determine a winner of the game. 



Claim 27 complies with both of the requirements of § 1 12, second paragraph: It (i) sets 
forth subject matter that Appellants regard as their invention; and (ii) does so with sufficient 
particularity and distinctness (i.e., it is sujfSciently "definite**)- 
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With respect to the first requirement. Appellants afSnnatively state that Claim 27 is 
consonant with one or more aspects their invention. There is no evidence of record that Claim 
27 encompasses anything other than what Appellants regard as their invention. The Examiner 
has made no such assertion. Nonetheless, various comments by the Examiner (particularly 
with respect to the preamble and claim language that is allegedly '^nferentiar*) compel 
Appellants to address the possibility that the Examiner believes that Claim 27 encompasses 
more than what Appellants regard as their invention. For convenience, the discussion in 
Section 1-5.10 above with respect to Claim 26 is sufficient to address these possibilities with 
respect to Claim 27* 

With respect to the second requirement, the meaning of the language of Claim 27 meets 
the threshold requirement of bejng reasonably clear to one having ordinary skill in the art when 
considered in light of the Specification. The language is plain on its face. If this were not the 
case, which Appellants dispute, any lack of clarity is easily resolved by reference to the 
Specification, as required by the proper legal analysis. 

The meaning of a specific score is discussed in Section 1*5.3 above. Some 
embodiments of the present invention provide for replacing the dealer's hand in a game (e.g., a 
blackjack game) with a specific entry (e.g., a specific score) — allowing a player to select a 
specific score instead of a dealers hand, [Specification, page 3, lines 7-11]. In the types of 
embodiments to which Claim 27 is directed, then, comparing is between the player's hand and 
the specific score (used to replace the dealer's hand). 

Appellants note that tlie tenninology was definite enough for the Examiner to interpret 
the claims and find cause for a restriction of Claims 26 and 27. [First Non-Final Office Action 
mailed September 28, 2001], The terminology was also definite enough for the Examiner to 
iateipret the claims and find cause to reject Claim 27 as anticinated by asserted prior art in 
three subsequent OfBce Actions. 

The disputed language, and the Examiner's reasons for finding it indefinite, are 
discussed in detail herein. In simimary» the Examiner has not provided any finding or legal 
basis that wotJd support the rejection of Claim 27 under § 1 12 (2), 



GROUP n 

-55 



PAGE 5«117*RCVDATM004 7:23:42PM (Eastern Standard Timel*SVR:U 



0 



0 3/29/04 20:43 FAX 20 3 5 95S 268 



WALKER DIGITAL 



@060 



Application No. 09/602.869 PATFNTAPPFAf 
Tcchnaloey Ccnicr 3700 PATENT APPEAL 

Artomcy Doclcd No.: 99-081 



2.5,4. AppeUants* Understanding of the Standards Applied by the 
Escaminer to GROUP 11 

The claim of GROUP n is rejected by the Examiner under § 1 12 (2). 

The Examiner applied all of the same novel standards in rejecting Claim 27 as in 
rejecting Claim 26. Briefly, the novel standards include the Examiner's Breadth is 
Indefiniteness Standard, the Examaner^s per se Use of "Depends" Standard, and the 
Examiner's Inferential Standard, and the Examiner's Structural Relationship Standard, 

Appellants' understanding of these standards used by the Examiner in rejecting the 
claim of GROUP n is discussed in Section 1.5.2 above. 

The novel standards and analysis estabUshed by the Examiner have no legal basis. 

The asserted failure of Claim 27 to comply with the Examiner's novel and baseless 
definiteness requirements form the grounds for the rejection of Claim 27 under § 112 (2). To 
the extent these standards depart from the requisite and proper legal analysis, they cannot 
support a rejection under § 112 (2). 

2.5-5. The Exammer^s Refnsal to Consider the Specification in 
Determining Claim Definiteness is Contrary to Law 

The indefiniteness rejection of the Claim of GROUP II is flawed and is contrary to law. 

As discussed in Section 1.5,5 above, there is no evidence in the record that the 

Examiner has ever considered the definiteness of any language of any claim rejected under § 

1 12 (2) in Hg^it of the Specification, as required by law. To the contrary, comments by the 

Examiner suggest that in analyzing the definiteness of the claims the Examiner has refused to 

consider any of the allegedly unclear, language in light of the Specification. Please see Section 

1.5.5 above for a discussion of the Examiner's basis for not considering the Specification in 

analyzing the claims for compliance under § 1 12 (2), 

To the extent the Examiner did not consider the Specification, the Examiner's analysis 

of the definiteness of Claim 27 departs from the requisite and proper analysis under § H2 (2). 
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2.5.6. The Examiner ^ Breadth is Indeflniteness Stan dard Cannot Support 
a Rejection under S 112 (2"^ 

As best understood by Appellants, the Examiner finds the preamble of Claim 27 is 
indefinite under the clearly erroneous Breadth is Indefiniteness Standard. [Second Final 
Action, pages 2, 4]. 

The preamble of Claim 26 is identical to that of Claim 27. 

Accordingly, Appellants* reasons for why the language of the preamble is definite and 
why the Examiner's Breadth is Indefiniteness Standard cannot support a rejection imder § 1 12 
(2) are the same as those discussed in Section 1.5.6 above with respect to Claim 26. 

In summary, the Examiner's Breadth is Indefiniteness Standard is clearly contrary to 
law. Breadth cannot be equated with indefiniteness, even if the claim breadth is "immense/' 
See, MiUer, 441 F.2d at 693; Robins. 429 F.2d at 458. 

To the extent the Examiner relied upon the asserted breadth of the preamble of Claim 
27 in rejecting that claim under § 1 12 (2), the rejection cannot stand. 

2.5.7. The Examiner's yer se Use of "Depends^^ Standard Cannot Support 
a Rejection under S 112 (2') 

The Examiner finds that language in the preamble, a game outcome that depends at 
least in r>art on a predetermined point total (emphasis added), renders Claim 27 indefinite 
under the Examiner' s per se Use of *T)epends" Standard. 

As discussed in Section 1.5.7 above, the mere use of "depends" is not a proper basis for 
rejecting Claim 27 under § 1 12 (2), To the extent the Examiner relied upon such a baseless per 
se rale, the rejection of Claim 27 cannot stand. 

i 

2,5*8, The Examiner's Inferential Standard Cannot Snoport a Rejection 
under S 112 (2) 

As best understood by Appellants*, every step of the claim of GROUP II includes 
language that purportedly fails the Examiner's Inferential Standard. 
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The language of Claim 27 is definite under § 1 12 (2). 

The Examiner has not provided any evidence supporting a rejection under § 1 12 (2). To 
the contrary, the Examiner has identified each of the Alvarez and Keller references as teaching 
every feature of every claimed $tep > [Second Final Office Action, page 3 (rejecting Claim 27 
as anticipated bv each reference)]. Regardless of whether the Examiner's interpretations of the 
steps and / or the references arc correct, the examples of the subject matter proffered by the 
Examiner clearly contradict the Examiner's allegation that one having ordinary skill in the art 
would have to "speculate" as to how to practice flje claimed invention. This critically 
undermines any argument the lai^guage is unclear, Robins, 429 F,2d at 458- 

As best understood by Appellants, the Examiner has many of the same objections to the 
same language in Claim 27 as in Claim 26. Namely, the Examiner believes that terms such as 
allowing a player to select a specific score, a player's hand, comparing^ and a dealer's hand 
are '"inferentiaL" [Second Final Office Action, pages 2, 4], The definiteness of this language is 
discussed above in Section 1 .5.8 above. 

With respect to the step of comparing the player *s hand to the specific score to 
determine a winner of the game, the Examiner asserts that a player's hand is "inferential since 
how [it] can be compared is not set forth,*' [Second Final Office Action, page 2]. Appellants' 
best understanding is that imder the Examiner^s Inferential Standard, Appellants must explicitly 
recite at least one way one might practice the step of comparing the specific score to the 
dealer *s hand to determine a winner of the game^ 

There is no requirement under § 112 (2) that Claim 27 must be "a self-contained 
explanation" of what comparing the specific score to the dealer 's hand may entaiL *Tliat is not 
the role of claims," S3 hxc, 259 F,3d at 1369, 

The Examiner in no way supports a finding that one having ordinary skill would be 
unable to deteraiine what Appellants mean by comparing the player *s hand to the specific 
score. 

In addition, the Examiner also identified each of the Alvarez and Keller references as 
teaching the claimed step. [Second Final Oflfice Action, page 3 (rejecting Claim 27 as 
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anticipated bv each reference)]. The enmneration of several examples critically undermines 
any argument the language is unclear to one having ordinary skill in the art. Robins, 429 F,2d 
at 458. 

To the extent the Examiner relied upon the baseless Inferential Standard, the rejection 
of Claim 27 cannot stand. 

Further, the recited steps of Claim 27 set out and circumscribes particular subject matter 
with a reasonable degree of precision and particularity. Accordingly, none of the disputed 
language of Claim 27 is proper grounds for a rejection under § 112 (2), 



2.5-9- The Examiner^s Stmctural ReladonshiD Standard Cannot Support a 
Rejection under 6 112 (21 

As discussed in Section 1.5,9 above. Appellants* best understanding is that \mder the 
£xaininer*s Structural Relationship Standard, Claim 27 is indefinite because the preamble does 
not specify a 'physical" or "structural" relationship between a game having a game outcome 
and a predetermined point total. 

As discussed in Section 1.5.9 above, Appellants' failure to recite a "structural 
relationship" or indicate ''physical" dependence between a game and a point total is not a 
proper basis for rejecting Claim 27 imder § 1 12 (2). 

2-5-10. Claim 27 is Not Undnlv Broad 

The Examiner has made numerous assertions as to the breadth of language in the 
preamble of Claim 27. See discussion in Section L5,6 above. The Examiner has also asserted 
that language of Claim 27 is improperly unclear because some of it is "inferential." 

Based on numerous references made to "indefiniteness" and ^'unclear" scope. 
Appellants presume that the Examiner rejected Claim 27 under § 1 12 (2) for lack of 
definiteness only. Nonetheless, Appellants feel compelled to address other possible 
implications of the Examiner^s finding that Claim 27 has "inferential" language and language 
that is "so broad" it "encompasses everything." See discussion in Section 1.5.10 above. 
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The claims are not broader tiaan the disclosure, and there are no grounds for a rejection 
under 35 U.S.C. § 1 12, first paragraph. 

•!' I 

2.5.11. Conclusion: The Claim of GROUP II Complies with $ 112 (2^ 

In conclusion, the Examiner has not set forth a prima facie case of unpatentability of the 
claim of GROUP IT under § U2 (2). In fact, Claim 27 (i) sets forth subject matter that 
Appellants regard as their invention; and (ii) does; so with sufficient particularity and 
distinctness (i.e., it is sufiSciently "definite**). 



1' 
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ISEPARATE' ARGUMENT OF PATENTABILITY! 



GROUP m 



GROUP m includes indepenlent Claim 38 and dependent Claim 39, 

ll 

The rejection of the claims ofipROUP m is flawed because the Examiner has not made 

5| 

a prima facie case of unpatentability ^f any claim of GROUP lU. 

Specifically, the Examiner hJs not shown that any claun of GROUP HI can be deemed 

to be indefinite or anticipated by the bited references. 

V: 
[J 

j- 

3.1. Independent Claim 3li8 

1 

Independent Claim 38 is directed to a method. The method comprises receivmg a 
wager for a game fcom a player, in v|iiich the game has a game outcome that depends at least in 
part on a predetermined count value |nd in which a rule of the game provides that the player 
may receive at least one card detenmiaed by chaiice. 

The method further includes lieceiving a request from the player for a specific entry, in 
which the specific entry is in place o}f the at least one card. 

A dealer score is determined jbased on a hand of the dealer, and an outcome of the game 
determined based on the predeteniiined count value, the specific entry, and the dealer score. 

9' * 



IS 



3.2. Advantages of Inde0cndent r iaim Ift 

The embodiment of Claim 38 provides several advantages not even disclosed or 
suggested, much less recognized, b^jlthe prior ait of record (either alone or in combination). 

In general, the method of Claim 38 is advantageous in that it provides for play of a 
game in which a rule of the game pi^vides that a player may receive at least one card 
determined by chance. Thus, in accordance with the rule, the game allows that a player could 



receive at least one random card. For example, a game of blackjack typically allows (and may 
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require) a player to receive a hand of fcaids (e,&, conventionaUy used to compare against a hand 

I 



Li 



of cards dealt to a dealer). 

The method of Claim 38 is fUrther advantageous in that it provides for receiving a 
request from a player for a specific Jifty, in which the specific entry is in place of the at least 
one card. Thus, a player of a game ma^ be allowed to select a specific entry (e.g., a specific 
score such as "1 8") in lieu of receiving the at least one card by chance, as afforded by the 
recited rule. According to one exam|le^ a player may request a score of "18" be used to 



replace a player's hand in ablackjaci game. [SpecijScation, page 3, lines 7-11; page 7, lines 9- 
16]. Thus, even though a rule of theLa|ne allows for the random event of a player hand, for 
example, the player may eliminate that random outcome. By allowing a player to receive a 



specific score instead of a player's h^4' ^ ga™^ played in accordance with such a provision 
may be more attractive to a player. lorl example, the player may have a greater sense of control 
over the game and a feeling that the flayer can change his/her luck, or at least escape from a 
run of a certain kind of bad luck or ^m a continued term of bad luck. As a result, players may 
continue playing, rather than becommgj discouraged. [Specification, page 5, lines 4-8]- 

In general, the method of Clmmt 38 is also advantageous in that it provides for 
determining a dealer score based oma hand of a dealer. Thus, the method allows for play of a 
game in which a dealer has a hand. In an example of a blackjack game, dealing and playing a 
dealer's hand would be a raadom ou|come. [See, e,g.. Specification, page 7, lines 17-18]. 
Determining a dealer score based oilthfe dealer's hand is advantageous in that even if a player 
has selected a specific score instead pf'a player's hand, the effect of chance on the outcome of a 
game may not be excluded. [See, e.g., 'Specification, page 7, lines 1 1-13]. 

The winners of some types ofc* games (e.g., blackjack) may be determined based on 
compaiison with a predetermined cAint value (e.g., "a twenty-one count" which if exceeded 
results in a 'Tjust"). [See, e.g., Speclfidation. page 1, lines 27-28]. The method of Claim 38 is 
fiirther advantageous in that it provides for determining an outcome of the game based on (a) a 
predetermined count value, (b) the )^ecific entry ^ and (c) the dealer score. According to some 
embodiments, for example, the playmg of a dealer's hand may result in a score that is 

f 
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compared with the specific entry selelted by the player to determine a winner. For instance, in 
a game of blackjack, if the specific entry is higher than the dealer score, and is not greater than 
the predetermined count value (e.g., ""2V% then the game rules may prescribe that the player 
wins. However, if the score obtained- from the dealer's hand is higher than the specific entry, 
"^then the dealer wins. [See, e.g,. Specification, page 20-24], Thus, Claim 38 advantageously 
allows that an outcome of a game maybe determined based on a specific entry (that is selected 
in place of a player's hand), a predetermined point value, and a dealer score, 

33. No Prima Facie Showing of Anticipation of the Claim of GROUP m 

A reading of the rejections of the claim of GROUP IH reveals that the Examiner has 
consistently ignored or misinterpreted the limitations of the claims. Several limitations are not 
disclosed or suggested by the references of record. Accordingly, the Examiner has not 
presented a prima facie case of anticipation of the claim of GROUP HI, 

The proper legal standards for anticipatioTi are included in Section 1.3 above. 

3.3-1. No showing that the references suggest receiving a request from the 
player for a specific entrv^ in ivhich the specific entry is in place of the at least 
one card 

Claim 38 recites a feature of receiving a request from the player for a specific entry, in 
which the specific entry is in place of the at least one card^ that is not disclosed by either Keller 
or Alvar^ . As generally recited in Claim 38, in accordance with a rule of the game, the at 
least one card is determined by chance and may be received by the player. 

Accordingly, the Examiner has failed to establish a prima facie case of anticipation of 
the claim of GROUP lEL 

According to one aspect of the present invention applied as a modification of blackjack, 
a player can request a specific entry (e.g., a specific score) to replace either the player's hand or 
the dealer's hand. For example, the player may request a score of eighteen to be compared 
against the dealer* s hand, or may request that the dealer's hand be replaced with a score of 
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eighteen and that the player*s hand be compared against that score in determining a winner of 
the game. [See, e.g., Specification, page 3, lines 7-15]. 

Keller requires a player's hand 

For the reasons stated in Section 13.1 above, Appellants submit that Keller does not 
teach or suggest allowing a player to replace a random outcome with a specific score, much 
less providing for receiving a request from the player for a specific entry, in which the specific 
entry is in place of the at least one card that is determined bv chance (emphasis added). 

In feet, Keller describes "the Blackjack player's first two cards, and the Dealer's hand" 
a^; *1iie two most inriportant events in a 21 game." [Column 9, lines 18-20 (emphasis added)]. 

Keller even requires that two cards be dealt to a player. The entirety of the Keller 
disclosure is focused "on the first two initial cards since in many cases there are no more cards 
dealt to the Blackjack player, than the required minimmn of the two initial cards dealt bv a 
Dealer to the Blackjack nlaver /' [Column 6. lines 46-50 (emphasis added)]. According to 
Keller, a blackjack player "expects to" be dealt an initial hand of two cards. [Column 10, lines 
17-20]. 



The lottery system of Alvarez does not teach or suggest allowing a plaver to replace a random 
outcome 

For the reasons stated in Section 1 .3.1 above, Appellants submit that the lottery system 
of Alvarez does not teach or suggest allowing a player to replace a random outcome with a 
specific score, much less providing for receiving a request from the player for a specific entry, 
in which the specific entry is in place of the at least one card (emphasis added). 



GROUP ni 

-64- 



PAGE 68/117 ' RCVD AT 3/29/2004 7:23:42 PM [Eastern Standard ^^^^ 



03/29/04 20:45 FAI 2035958268 WALKER DIGI TAL 121069 



AppUcauoDNo.M/«n869 patsnTAPPEAL 

Teclmolosy Center 3700 
Attorney DocTcet No.: ^9-081 

3.3.2, No showing that the references su^^est determinins an outcome of 
the same hetsied on the predetermined count value, the sp ecific entry, and the 
dealer score 

Claim 38 provides for a feature of determining an outcome of the game based on the 
predetermined count value, the specific entry, and the dealer score that is not disclosed by 
either Keller or Alvarez , 

According to one blackjack example, "[i]f the score provided by the specific entry is 
higher than the score which results firoin the dealer's hand (random outcome) then the game 

rules prescribe that the player wins/* [Specijfication, page 7, lines 22-24]. For instance, an 

I 

outcome of the game (e,g., the winner) is determined based on the non-random, specific entry 
(e.g., "1 8") that is requested by a player in place of at least one card, a dealer score (e.g., 
"19") and a predetermined coimt value i[e.g„ '21"). 

KeUer does not teach a sveciftc entry, in which the specific entry is in place of the at least one 
card ' 

As discussed in Section 3.3.1 above, Keller cannot teach or suggest a specific entry, in 

I 

which the specific entry is in place of tUe at least one card (emphasis added). Keller requires a 
player hand. Accordingly, Keller cannot teach or suggest determining an outcome of a game 

r 

based on such a specific entry ^ as geneiially recited in independent Claim 26. 

Alvarez does not teach a specific entry requested in place of a player 's hand 

As discussed in Section 3.3.1 aljove, Alvarez cannot teach or suggest a specific entry, in 

which the specific entry is in ulace of tfie at least one card (emphasis addedV Accordingly, 

I 

Alva^e^ cannot teach or suggest detemiining an outcome of a game based on such a specific 

! 

entry, as generally recited in independent Claim 26. 

The Examiner asserts: "the outcome of the game in Alvarez is based on the numbers 

I 

selected by the player as being his specific entry of a predetemnned count value usually 
ranging jfrom numbers 1-40 and the dejier^s score selected by the lottery." [Second Final 
Office Action, page 5]_ 
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For the reasons stated in Section 1,3.2 above. Appellants do not agree with this 
interpretation of Alvarez . Contrary to th^e Examiner's assertions, the pool of numbers from 
which a player may select a lottery number (e.g., 1-40) in the Alvarez lottery system cannot 
teach or suggest a ptedetermined count vhlue^ much less determining an outcome of a game 
based on a dealer score, a specific entry, and a predetermined count value. 

3.4- The Claim of GROUP IH is Allowable Over the Cited References 



As described above, the Examiner has failed to provide a prima facie showing of 

|i 

anticipation of the claim of GROUP III in light of either Keller or Alvarez . 

In addition, as described above, neither of the references anticipates the claim of 
GROUP nL 

In addition, the references cannot be combined in any manner that would render the 
claim of GROUP HI obvious. 

3-4.1- The references do not suggest all of the features 



As discussed in Section 1 .3 abov5, no cited reference suggests the features of: 

i 

! 

• receiving a request from the player for d specific entry, in which the specific entry is in 
place of the at least one card j 

• determining an outcome of the gcjme based on the ptedetermined count value, the 
specific entry, and the dealer' scarce 

as recited in independent Claim 38. 

Accordingly, the references, alorie or in combination, cannot teach or suggest all of the 
features of the claim of GROUP HI. 
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conibioe the references 



As discussed in Section 1.4.2 aboye, there is no suggestion in the record to make the 

! ' ! • 

combination or modification of the references, aiad tiie cited references are not analogous. 

' i 

I !. ^ 

3.5. No Prima Faeie Showing of IndeSniteness of the Claim of Group ni 



The Examiner has not satisfied tlfe initial burden of proof by estabUshing either (i) that 

i ■ i ■ 

the claim of GROUP m, when read in light of the specification, would not reasonably apprise 
those skilled in the relevant art of the spcifpe of the invention, or (ii) that the claim of GROUP 
in does not claim what AppUcants regard as their invention. 

The Examiner thus has not provided an>j. proper legal basis for rejecting the claim of 

* i J 
GROUP m as indefinite under § 112 (2}! 

! ! !^ 

Instead, contrary to law, the Exa inner has expressly refused to consider the definiteness 

' ! 

of disputed claim terms in light of the S])pcification. 

Contrary to law, the Examiner ejjpressly' equates breadth of a claim with indefiniteness. 

Contrary to law, the Examiner fields the juse of language in the general format of ^ 
depends on B to be indefinite per se, \ \ 

The Examiner has imposed sbveikl novcil and extraneous definiteness requirements that 

have no legal basis: i l l: 

I I' 

• a claim must expressly e:i)]ain a-particular way that a process step might be 
practiced; otherwise liic claim language is "Inferential" 



The Proper Legj 



Standard nnder 35 U.S.C, S 112. Second 



Paragraph 

The examiner bears the initiail 



iti^lbil 



men, on review of the prior art or on any other ground, 
of presenting a prima fecie case of unpapntability. If that burden is met, the burden of coming 
forward with evidence or argument sliifls to the; applicant. In re Oeriker, 977 F.2d 1443, J 445 
(Fed. Cu-. 1992). 



GROUP lU 
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The proper legal standard for exacninatioia under § 112 (2) is discussed in Section 1.5.2 



3.5.2. riflim Meets tiie Proper Legai Standard for Definiteness 



38. (PREVIOUSLY PRESENTED) 



t 



method comprising: 



Claim 38 complies with botii of 



receiving a wager for a game jfio] n a player, 

in which the game has a game outcome that depends at least in part on a 

! 

predetennined count value, and 

in which a rule of the game provides that the player may receive at least one 

i '' 

card detenmned by chance; : 

receiving a request from thepla>[fer for a; specific entry, m which the specific entry is m 

place of the at least one card; 

detennining a dealer score basec |_pn a h^d of a dealer; and 
determining an outcome of the^game based on the predetermined count value, the 

specific entry, and the dealer score. 



L 



e requirements of § 112, second paragraph: It (i) sets 



forth subject matter thai Appellants .reg^lrd as' their invention; and (ii) does so with sufficient 
particularity and distinctness (i.e., ij is slfficieijtly "definite"). 

With respect to the first requirer jLent, Appellants affirmatively state that Claim 38 is 
consonant with one or more aspects tlieia: invention. There is no evidence of record that Claim 



38 encompasses anything other than w 
has made no such assertion. Nonetlaele! 
with respect to the preamble and claim 



Appellants to address the possibility 
more than what Appellants regard als th 



GROUP in 



it Appellants regard as their invention. The Examiner 
[s, various comments by the Examiner (particularly 
.gu'age that is allegedly "inferential") compel 
the JExaminer believes that Claim 38 encompasses 
ir invention. For convenience, the discussion in 
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Section 1.5.10 above with respect to Claim 26 is| sufficieat to address these possibilities with 
respect to Claim 38. | 

With respect to the second requirement, ijbe meaning of the language of Claim 38 meets 
the threshold requirement of being reasonably .cl^fear to one having ordinary skill in the art when 
considered in light of the Specification. The language is plain on its face. If this were not the 
case, which Appellants dispute, any lack of clariiy is easily resolved by reference to the 
Specification, as required by the proper legal analysis. 

The meaning of a specific entry is discussed in Section 1.5.3 above. Some 

I . j 

embodiments of the present invention provide for replacing at least one card determined by 
chance (hat may be received by the player according to a rule of the game (e.g., a player's 

- i: -i 

hand) in a game (e.g., a blackjack game) with specific entry (e.g., a specific score of "18"), 
and receiving a request for a specific entry in pl\ice of at least one card determined by chance. 
[Specification, page 7, lines 9-15], In Claim SsJ determining an outcome of the game (e.g., 
whether the player bas won or lost) is based on ^^he dealer score, the specific entry (used to 
replace the player's hand), and a predetermined\count value (e.g., **21" in a game of blackjack), 
[See, e.g.. Specification, page 7, lines 19-27], ike predetermined count value may be used, for 
example, to determine if the player "busts." [Sels, e.g.. Specification, page 1, lines 26-29]. 

Appellants note that the terminology of Claim 38 was definite enough for the Examiner 
to interpret the claims and find cau^e to reject ||C aim 38 as anticipated bv asserted prior art in 
three subsequent Office Actions, 

With regard to claim 38, however, the Examiner states that claim 38 is unclear because 
"a *count value' of what is not stated." Applicants respectfully submit that count values are 



described in Applicants' specification.; [See, eLg 



, Specification, page 4, lines 17-20]. 



Accordingly the use of "count value" is not unclear. As discussed in Section 3.5,4 below, 
however, the Examiner has refiased to consider the Specification. 

The Examiner further states "ttat a player 'may receive' a card by chance is indefinite in 
the sense that this defines every card game." However, whether or not Applicants' claim 



GROUP in 
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language defines every card game has nothing |tc 
Breadth is not to be equated with indefinitenes's, 
The Examiner also states that in line 6 of 



However, line 2 of Claun 38 sets forth "a player' 
confusingly states that "the player" in line 2 is| 
Office Action, page 5]. Appellants do not undeip 
indefiniteness rejection under § 1 12 (2)/ The 
indicated, the rule of the game allows that 
detenniQed by chance. [ 



do with making the claim language indefinite. 
See discussion in Section 3.5.5 below, 
claim 38, "the player" lacks antecedent basis, 
. Inresponseto this, the Examiner 

a "functional recitation." [Second Final 
tand this finding, and it cannot support an 
is clearly received,/w7w a player; as clearly 
thai jf^ayer could receive at least one card 



only; 



wager ] 



The Examiner has also stated that a hajic 
[sic] and dealing liands' is not recited". Howeyek", 



'inferential' would not render a claim indefinite, 
description of the invention, | 
The Examiner also states that in claim 
antecedent since it has only been previously fiinbtionally 



l!38 



support the rejection of Claim 38 under § 1 12 



Examiner to GROUP m 
The claim of GROUP m is rejected by the Examiner imder § 112 (2). 
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of the dealer "is inferential since steps of cards 
; that something in a method claim is 
In addition, a claim need not provide a written 



the predetermined count value "lacks a proper 
recited" Applicants respectfiilly 
submit that whether or not "predetermined co^mjt value" was recited fimctionally is irrelevant to 

ow. 

In summary, the Examiner has riot provilied any finding or legal basis that would 



3.5.3. AppeUants^ Understanainfi of the Standards Applied by the 



u^e 



novel standards in rejecting Claim 38 as in 



The Examiner appHed several of the s; 

rejecting Claim 26. Briefly, the novel standard] include the Examiner's Breadth is 
Indefiniteness Standard and the Examiiier's Inferential Standard, 

stdndari 



Appellants' understanding of these 
claim of GROUP HI is discussed in Section ll5 



The novel standards and analysis established by the Examiner have no legal basis. 



GROUP III 



ds used by the Examiner in rejecting the 
2 above. 
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The asserted failure of Claim 38 to comply with the Examiner's novel and baseless 
definiteness requirements foira the grounds for the rejection of Claim 38 under § 112 (2). To 
the extent these standards depart from the requisite and proper legal analysis, they camiot 
support a rejection under § 112 (2). 



3-5.4, The Examiner^s Refusal to Consider the ST>ecilication in 
Determining Claim Definiteness is Contrary to Law 

The indefiniteness rejection of the Claim of GROUP III is flawed and is contrary to law. 

As discussed in Section 1 .5.5 above, thjere is no evidence in the record that the 

Examiner has ever considered the definitenessjof any language of any claim rejected imder § 

1 12 (2) in light of the Specification, as requirejJ by law. 

In fact, with respect to Claim 38, the Examiner asserts: "the recitation of *a count 

I 

value' in the specification does not render it cljear since such limitation [sic] is not read into the 
claims. See Jxx re Prater above." [Second Final Office Action, page 4], 

As discussed in Section 1.5,5 above, ttje Examiner must consider the Specification. A 
fail Lire to do so is not excused by any holding of In re Prater, which the Examiner has misread 
and misapplied. ! 

To the extent the Examiner did not consider the Specification, the Examiner's analysis 
of the definiteness of Claim 38 departs from the requisite and proper analysis under § 1 12 (2). 

3.5,5. The Examinet^s Breadth is Indeltniteness Standard Camiot Support 
a Rejection under §112 (2) ! 

Accordingly, Appellants' reasons for why the Examiner's Breadth is Indefiniteness 
Standard is contrary to law and cannot support a rejection under § 1 12 (2) are the same as those 
discussed in Section 1 .5,6 above with respect to Claim 26. 

As best \mderstood by Appellants, the iExaminer finds language of Claim 38 to be "set 

i I 

forth so broadly that one cannot determine v/txaX it is intended to cover, the claim is considered 
indefinite. ..." [Second Final Office Action, pages 4-5 (citing Ex parte Wu^ ]. 
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The Examiner refers specifically to in i^hich a rule of the game provides that the player 
may receive at least one card deterflfned by chance (emphasis added). There is nothing 
indefinite about /na>' recezve. It accvirately and distinctiy describes anile of the game: a player 
may receive at least one card determined by cllance. It is not intended to specify that a player 
does or does not receive a card, Varijous exanlples in the Specification refer to blackjack and to 
draw poker. One having ordinary skill in the art would readily appreciate that in such games a 
player typically may receive at least Lnce cardj detennined by chance. 

The Examiner, however, meifely' concludes that recited rule is indefinite "in the sense 
that this defines every card game** (emphasis added), [Second Final Office ActioU:, page 2]. 
Again, tbe Examiner has found "indefinite" what he clearly believes is definite, and merely 
broad. The Examiner concedes that the dispuied language in fact defines subject matter (even 
if it "defines every card game"). Breadth cannot be equated with indefinitcness, even if the 
claim breadth is 'immense." See, U^SL 441 R2d at 693; Robins , 429 F.2d at 458. 

Ex parte Wu does not suppoilt any equating of breadth with iodefiniteness. The 
Examiner has misread any holding dlf that opinion. 

To file extent the Examiner rehe|d upon the asserted breadth of the preamble of Claim 



38 in rejecting that claim under § 1 12 (2), the 



rejection cannot stand. 



3-S.6- The Exapiingr'g' inferential Standard Cannot Support a Rejection 



under $112(2) 

As best understood by Appellants', every step of the claim of GROUP m includes 
language that purportedly fails the Ekaminer's Inferential Standard, 
The language of Claim 38 is Idefinite under § U2 (2). 

In addition, the Examiner alsfo identifild each of the Alvarez and Keller references as 
tp^nhinfT the claimed step. [Second Fin^l OjEnce Action, page 3 (rejecting Claim 38 as 
anticipated bv each reference)]. The enumeration of several examples critically undermines 

I ; j . - 

any argument the language is unclear to' one having ordinary sldll in the art. Robiiis, 429 F,2d 
at 458. 



GROUP m 



PAGE 76/117 ' RCVD AT 312912004 7:23:42 PM [Eastern Standard Time] " SVR: 



72- 



USPTO-EFXRF-1/2 ' DNIS:8729303 ' CSID:203S95S266 ' DURATION (ntfn-ss):3240 



03/29/04 20:48 FAX 2035958286 



WALKER DIGITAL 



Application No. 09/602,869 
Technology Center 3700 
AxtOJncy DockelNo.: 99-081 



r 



1077 



PATENTAPPEAL 



The step oi determining a dealer score]based on a hand of a dealer is clear. The 
Examiner objects that "stqjs of cardsj and dealing 'hands* is not rBcited,** [Second Final Office 
Action, page 2], As discussed in Seckion 1.5.£| above> there is no such requirement for 
definiteness under § 1 12 (2) that Clain 38 must be "a self-<iontained explanation" of what 
determining a dealer score based on a hand of a dealer d may entail, "That is not the role of 
claims," S3 Inc., 259 F,3d at 1369. 

The Examiner in no way supports a jfinding that one having ordinary skill would be 
unable to determine what AppcUantsimean by determining a dealer score based on a hand of a 
dealer^ \ 

To the extent the Examiner relied upon the baseless Inferential Standard, the rejection 
of Claim 38 cannot stand. j I 

The recited steps of Claim 3il set out and circumscribe particular subject matter with a 
reasonable degree of precision and particularity. Accordingly, none of the disputed language of 
Claim 38 is proper grounds for a rejection under § 1 12 (2). 



3-5,7. Claim 38 is Not Undniv Broad 

The Examiner has mad© nunjerous assjertions as to the breadth of language in the 



preamble of Claim 38. Sec discussion in Section 1.5.6 above. The Examiner has also asserted 
that language of Claim 38 is improperly nnclqarbecatise some of it is ^'inferential." 

Based on numerous referenc bs made to ^'indefiniteness" and '\mclear** scope. 
Appellants presume that the Examirler rejected Claim 38 xmder § 1 12 (2) for lack of 
definiteness only. Nonetheless, Apjlellants f Jel compelled to address other possible 



implications of the Examiner's finding that C! 
that is "so broad" it "encompasses everything! 



aim 38 has 'inferential" language and language 
'* See discussion in Section 1 .5, 10 above. 



The claims are not broader tljian the disclosure, and there are no grounds for a rejection 
under 35 U.S.C. § 112^ first paragraph. 



GROUP m 



PAGE77/117*RCVDAT3I29/20047:23:42PM [Eastern aandard^^^^ 



73 



USPTO-EFXRF.1/2 * DNIS:8729303* CSID:2035958266 ' DURATION (mm-ss):3240 



03/29/04 20;4S FAX 2035958266 



WALKER DIGITAL 



121076 



Appiicaiion No. 09/602.869 
Technoipsy Ceaier 3700 
Aiiomey Docket No.: 99^81 



PATMNTAPPEAL 



3.5.8. Conclnsion: Th^ riaiTn n f GROUP III Complies wit h S 112 (D 

In conclusioiL, the Examiner iias not set forth a prima facie case of tmpatentability of the 
claim of GROUPIE under § 112(2)1 In fact, Claim 38 (i) sets forth subject matter that 
Appellants regard as their invention;|and'(ii) does so with sufficient particularity and 
distinctness (i,c., it is sufficiently "definite")- 



GROUPIU 
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GROUP IV 



4,1, Independent Claim 
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GROUP IV includes independent; Claim 40 and dependent Claim 41 

The rejection of the claims of 
a prima facie case of unpatentability 

Specifically, the Examiner has 
to be indefinite or anticipated by the 



GRbUP IV is flawed because the Examiner has not made 
of any claim of GROUP TV. 

nqt shown that any claim of GROUi;:jIV can be deemed 
cited references. 



i40 



Independent Claim 40 is directedjto a method. The method comprises receiving a 
wager for a game from a player, in which the game has a game outcome that depends at least in 
part on a predetermined count value andjin which a rule of the game provides that a dealer may 
receive at least one card determined by chance. 

The method fttrther includes receiving ai request fix)m the player for a specific entry, in 
which the specific entry is in place of the at least one card. 

A player score is determined based on a band of the player, and an outcome of the game 
is determined based on the predeteimindd count value, the specific entry, and the player score. 



4.2. Advantages of Independent Clai fn 40 

The embodiment of Claim 40 provides several advantages not even disclosed or 
suggested, much less recognized, by thelprior ait of record (either alone or in combination). 

In general, the method of Claim ko is advantageous in that it provides for play of a 
gaitie in which a rule of the game provides thai a dealer may receive at least one card 
determined by chance. Thus, in accordaince with the rule, the game allows that a dealer could 
receive at least one random card. For example, a game of blackjack typically allows (and may 



GROUP IV 
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! 

require) a dealer to receive a hand of cards (e.gj conveationally used to compare against a hand 

I 

of cards dealt to a player). j 

The method of Claim 40 is further advantageous in tliat it provides for receiving a 
request from a player for a specific entry, in wUich the specific entry is in place of the at least 
one card. Thus, a player of a game may be allojsved to select a specific entry (e.g., a specific 
score such as "18") in lieu of having the dealer receive the at least one card by chance, as 
afforded by the recited rule. According to lone example, a player may request a score of "18" 
be used to replace a dealer's hand in a blackjack game. [Specification, page 3, lines 7-11; page 
7, lines 9-16], Thus, even though a rule of! the game allows for the random event of a dealer's 
hand, for example, the player may eliminate tiiiatt random outcome. By allowing a player to 
select a specific entry instead of a dealer's band, a game played in accordance with such a 
provision may be more attractive to a player. Fpr example, the player may have a greater sense 
of control over the game and a feeling tiiat the flayer can change his/her luck, or at least escape 
from a nm of a certain kind of bad luck or'fiDinl a continued term of bad luck. As a result, 
players may continue playing, rather than becoming discouraged. [Specification, page 5, lines 
4-8]. ■ } .| 

In general, the method of Claim 46iis allso advantageous in that it provides for 
determining a player score based on a hoAd of^a player, Thxis, the method allows for play of a 
game in which a player has a hand. Determining a player score based on a player's hand is 
advantageous in that even if a player has splect 5d a specific entry in place of a dealer* s hand, 
the effect of chance on the outcome of the'game may not be excluded. [See, e.g., Specification, 
page?, lines 11-13]. - \ | 

The winners of some types of gamfes (eJg., blackjack) maybe determined based on 
comparison with a predetermined count v^ue ^e.g., "a twenty-one count*' which if exceeded 
results in a 'l^ust"). [See, e.g., Specificatipn, page 1, hues 27-28]. The method of Claim 40 is 
further advantageous in that it provides for dehimiining an outcome of the game based on (a) a 
predetermined couni valuc^ (b) the specific entry^ and (c) the player score. According to some 
embodiments, for example, the playing of a player's hand may result in a score that is 
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compared with the specific entry selected by the player (e.g., in place of a dealer's hand) to 
determine a winner. For instance, in a game of hlackjack, if the specific entry is higher than the 
player score, and is not greater than the predetermined count value (e.g., **2r'), then the game 



rules may prescribe that the dealer wins. Thus, 



Claim 40 advantageously allows that an 



outcome of a game may be determined based on a specific entry (that is selected in place of a 
dealer's hand), a predeiermined point value, anfl a dealer score. 

43. No Prima Facie Showing of Antjcipatiop of the Claim of GROUP IV 



A reading of the rejections of the claim of GROUP IV reveals that the Examiner has 
consistently ignored or misinterpreted the limitations of the claims, Severa] limitations are not 
disclosed or suggested by the references of record. Accordingly, the Examiner has not 
presented a prima facie case of anticipation of the claim of GROUP IV, 



on are included in Section 1 .3 above. 



The proper legal standiirds for anticipati 



4*3.1. No showing that the references suggest receiving a ret^uest from the 
niaver for a specific entry, in which the specific entry is in place of the at least 



one card 

Claim 38 recites a feature receiving c request from the player for a specific entry, in 
which the specific entry is in place of the at least one card, that is not disclosed by either Keller 
or Alvare2 . As generally recited in Claim 40,. in accordance with a rule of the game, the at 
least one card is determined by chance and may be received by the dealer. 

Accordingly, the Examiner has failed to ( 
the claim of GROUP IV. 



The dealer's hand is one of the *^ost irnportan t events" in the Keller system 



establish a prima facie case of anticipation of 



As discxissed in Section 1 .3.1 above, Keller does not teach or suggest allowing a player 



to replace a random outcome with a specific score, 
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In fact, Keller describes 'the BJackjackiplayer's first two cards, and the Deer's hand" 
as "the two most important events in a 21 game." [Column 9, lines 18-20 (emphasis added)]. 

Also, for the reasons stated in Section is.l above. Appellants submit that Keller does 
not teach or suggest allowing a player to replace a random outcome with a specific score, much 
less providing for receiving a request fi^pm thi player for a specific entry, in which the specific 
entry is in ulace of the at least one carAthat is determined bv chancy (emphasis added). 

i : 

The lotterv svstem of Alvarez does not teach or suggest allowing a player to replace a random 



outcome 

For the reasons stated in Section 2.3,1 .above, Appellants submit that the lottery system 
of Alvarez does not teach or suggest allowing' a player to replace a random outcome with a 
specific score, much less providing for recetinng a request from the player for a specific entry, 
in which the specific entry is in place otT the at least one card that may he received by a dealer 
(emphasis added). j 

I r 

I 

4.3.2. No showing that the references suo^est determininff an outcome of 
the same based on the hredetermined count value, the specific entry, and the 
dealer score \ 

Claim 38 provides for a feature of determining an outcome of the game based on the 
predetermined count value, the specific^ entryy and the player score that is not disclosed by 
either Keller or Alvarez. j \ 



Keller does not teach a specific entnL m whickthe specific entry is in place of the at least one 
card j 

As discussed in Section 4.3.1 above, Kieller cannot teach or suggest a specific entry, in 
which the specific entry is in place of dhe at least one card determined bv chance that may be 



received bv a dealer (emphasis added). Accordingly, Keller cannot teach or suggest 
determining an outcome of a game based on such a specific entry, as generally recited in 
independcdit Claim 26. 



GROUP IV 

••- 78 - 
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Alvarez does not teach a specific entry request^ in place of a player hand 

As discussed in Section 4.3.1 above, Aliarez cannot teach or suggest a specific entry, in 

which the specific entry is in ylace of the at tejair one card that may be received bv a dealer 

I ^'"i ^ 
(emphasis added). Accordingly, Alvarez camipjt teach or suggest determining an outcome of a 

game based on such a specific entry, as Igeneraiy recited in independent Claim 26. 

The Examiner states that Alvarel show^ comparing a specific score (allegedly the 



selected plurality of lottery numbers) to the p^iyer* s hand (allegedly the "outcome of the 
lottery*)- [Second Final Office Action, page 4]' Appellants do not agree with this 
interpretation of Alvarez . • ! 

As best understood by Appellan s, tfais'iiharacterization of a state-wide lottery drawing 
requires one to view the set of numbers ^wn'ty the lottery authority (for use in comparison to 
all of the players' lottery picks) as a playcr's^nd, much less a player score, and strains 
credulity. It has no evidentiary basis iij Alvarg s or in what would have been known to one 
having ordinary skill in the art. 

Further, with respect to Claim 26, the'Examiner asserted that the lottery drawing 
suggested a dealer's hand, not a player's hana—-ihsr^ is no reconciling these mutually 

exclusive interpretations of the lottery drav^^iig- [Second Final Office Action, page 5]. 

'I'.i 

The conventional lottery drawing described in Alvarez does not suggest determining a 
player score based on a hand of a player, mtich less determining an outcome of the game based 
on the predetermined count value, the specifi^Lntry, and the player score, as generally recited 
in independent Claim 40. 



I. -I 



4-4. The Claim of GROUP IV is! Allowable Over the Cited References 



As described above, the Examiner has failed to provide a prima facie showing of 

I i' ' I 

anticipation of the claim of GROUP IV in h^t of either Keller or Alvarez . 

i' 'I . » • 

In addition, as described above, neitherj of the references anticipates the claim of 

GROUP IV. 
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In addition, the references cannot be (i)mbined in any mannen- that woxild render the 



claim of GROUP IV obvious. 



4.4.1. The reference do not-suggest all of the features 



As discussed in Section 1.3 above, noj "cited reference suggests the features of: 



• receiving a request from the player for a specific entry, in which the specific entry is in 
place of the at least one card: :m| 

• determining an outcome of the game bclsed on the predetermined count value, the 
specific entry, and the player score 

as recited in independent Claim 40. 

t : 

Accordingly, the references, alone orj&l combination, cannot teach or suggest all of the 
features of the claim of GROUP IV. | 



4*4J. No motivation to cofri&ine the references 



As discussed in Section 1.4.2 above, j 
combination or modification of the inferences' 



4,5, No Prima Facie Showing of J 



ere is no suggestion in the record to make the 
and the cited references are not analogous. 

definiteness of the Claim of Group IV 



hiriii 



The Examiner has not satisfied the iiipal burden of proof by establishing either (i) that 
the claim of GROUP IV, when read 'in Ught specification, would not reasonably apprise 
those skilled in the relevant art of the scope Mthe invention, or (ii) that the claim of GROUP 

IV does not claim what Applicants regard asflieir invention. 

! :||T 

The Examiner thus has not provided imy proper legal basis for rejecting the claim of 
GROUP IV as indefinite under § 1 12 (2). I'l' 



It 

\ri 
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Accordingly, Appellants dispute the " 
same reasons as discussed with respect to CI 
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SEPARATE ARGUME^TT OF PATENTABILITY 

5. ^OUPV 

GROUP V includes independent Claim 4l and dependent Claims 43-45 and 47-51. 

The rejection of the claims of GROUP V is flawed because the Examiner has not made 
a prima facie case of unpatentability of any claim; of GROUP V. 

SpecijScally, the Examiner has not shown|that any claim of GROUP V can be deemed 
to be indefinite or anticipated by the cited references. 

i 
I 
I 

5.1. Independent Claim 42 

i 

j. 

Independent Claim 42 is directed to a method- The method comprises receiving a 
request from the player, the request indicating a sfpecific score to be used in place of a hand of 
the player. The method fbrther includes determi^g a hand of a dealer, and comparing the 

specific score and the hand of the dealer to determine a winner of a game of twenty-one. 

I 

|! 
II 

5.2. Advantages of Independent Claim 42 

ii 
r 

The embodiment of Claim 42 piovides siWral advantages not even disclosed or 

suggested, much less recognized, by the prior ait^of record (either alone or in combmation).. 

In general, the method of Claim 42 is advantageous for the same leasons as independent 
Claim 38, discussed in Section 3.2 above. In Claiim 42, the player may request for a specific 

score to be used in place of a hand of the player}. The advantages of this type of a specific 

II 

score are discussed with respect to Claim 26 in Siection 1 .2 above. 

The winners of some types of games (e.g'j, twenty-one) maybe determined 
conventionally based on comparison of a hand o!f a player and a hand of a dealer. The method 

ji 

of Claim 42 is fiirther advantageous in that it prcfVides for comparing the specific score to the 
hand of the dealer to determine a winner of a game. Thus, determining a winner in this manner 
allows for an entity (e,g„ a casino) to take into account (a) the specific score (e.g., "18") 
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selected by a player In place of a player 's hand, and (b) the dealer 's hand. According to some 
embodiments, for example, a dealer's hand may be associated with a score that is compared 
with the specific score selected by the player to determine a winner. For instance, if the 
specific score is higher than the score which results fi:om play of the dealer's haoid then the 
game rules may prescribe that the playeriwins, Hjowcver, if the score obtained firom the 
dealer's hand is higher than the specific score, then the dealer wins. [See, e.g., Specification, 
page 20-24]. Thus, Claim 42 advantageously allbws that a player may be determined to be the 
winner of a game based on a comparison of a specific score (selected instead of a player 's 
hand) to a dealer's hand. ! j 



53. No Prima Facie Showing of Anticipation of the Claim of GROUP V 



A reading of the rejections of the claim of GROUP V reveals that the Examiner has 
consistently ignored or misinterpreted the limitations of the claims. Several limitations are not 
disclosed or suggested by the references of rebord. Accordingly, the Examhier has not 
presented a prima facie case of anticipation of ths claim of GROUP V. 

The proper legal standards for anticipatio ci are included in Section 1.3 above. 

j ■ 

The Examiner has rejected Claim 42 only in light of the Keller reference 

i ] 

Appellants submit that the Examiner has iiEailed to estabhsh a prima facie case of 
anticipation with respect to Claim 42 for at least the reasons provided with respect to Keller in 

y, Keller does not teach or suggest allowing a 
and in fact requires a player to have a haad, 
rdiportant events." Thus, Keller is devoid of any 
a specific score for use in place of a hand of 



Section 1.3 above (discussing Claim 26). Namel 
player to eliminate at least one random outcointe, 
which iTi the Keller system is one of the ^'most 
hint or suggestion of allowing a player to reque^ 
a player (emphasis added). | 
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5.4, No Prima Facie Showing of Indefinileness of t he Claini of Group V 



The ExaiPinex has not satisfied ttte imtiall burden of proof by establishing either (i) that 
the claim of GROUP V, when read in ligiht of the specification, would not reasonably apprise 
those skilled in the relevant art of Ihe sccjpe of the invention, or (ii) that the claim of GROUP V 
does not claim what Applicants regard as their invention. 

The Examiner thus has not provided anylproper legal basis for rejecting the claim of 
GROUP V as indefinite under § 112 (2).| ; 1 



Regarding claim 42, the Examiner states; that '"a hand of a dealer' is inferential since no 
hands or dealers are cited." [Second Firial Ofkcc Action, page 2]. As discussed in Section 
1.5.8 above, however, the Examiner's Inferential Standard has no basis in law. The Exammer 
is merely requiring that Appellants recite more detailed steps to explain how a hand may be 
detennined, even though one having ordinary] skill in the art would readily appreciate how a 
hand of a dealer may be determined. That is nojt the role of claims. A claim need not provide a 
written description of the invention. | 

Regarding the Examiner's comment regarding use of "twenty-one", the breadth of a 

claim is not to be equated with indefinitenessl SceMQore, The Examiner's Breadth is 

\i j i . 

Indefiniteness Standard has no basis in law, as discussed in Section 1.5.6 above. That many 

variations may be known fatally underciits thk Examiner's argument that the scope of the tenn 

! i 

is not clear. See Robins . I ' 

I i 

The Examiner's objection to "associated with the player^^ has been previously 

addressed — this language has been replaced. { | 

! I ! 

To the extent the Examiner intended to ireject Claim 42 as not being what Appellants 

i " 

regard as their invention, Appellants dispute iany such implication. No finding has been made 

] j 

to support such a rejection under § 1 12 (2). | ; 

i ' 
I , 

AccordiTigly, the Examiner has failed! to establish a prima facie case of indefmiteiiess 
under § 112(2). 
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No finding has been made that Claim i is broader than afforded by AppeUants' 
disclosure. See arguments made in Section 1.5.10 above. 
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6- GROUP VI 

GROUP VI includes independent Cl^im 56 and dependent Claims 57-63 and 67-69. 

The rgection of the claims of GROUP VI is flawed because the .Examiner has not made 
a prima facie case of unpatentability of any blaim of GROUP VI, 

Specifically, the Examiner has not shown that any claim of GROUP VI can be deemed 
to be indefinite or anticipated by the cited references. 

6.1, Independent Claim 56 

Independent Clahn 56 is directed toja method. The method comprises receiving a 
request torn a player, the request indicating a specific score to be xised in place of a hand of the 
dealer- The method further includes determining a hand of a player, and comparing the specific 
score and the hand of the player to determine a winner of a game of twenty-one. 

6.2. Advantages of Independent Claim 56 

The embodiment of Claim 56 provide^ several advantages not even disclosed or 
suggested, much less recognized, by the prior;art of record (either alone or in combinatLon). 

In general, the method of Claim 56jis advantageous for the same reasons as independent 

*, 1 

Claun 40, discussed in Section 4.2 above. .Claim 56, the player may request for a specific 

<* 1 

score to be used in place of a hand of the player. The advantages of this type of a specific 
score are discussed with respect to Claim 26 in Section 2.2 above. 

The winners of some types of games (e.g., twenty-one) may be determined 
conventionally based on comparison of a hand of a player and a hand of a dealer. The method 
of Claim 56 is further advantageous in that it provides for comparing a specific score to the 

\ : 

hand of the player to determine a winner of a game. Thus, determining a winner in this manner 
allows for an entity (e.g., a casino) to take into account (a) the specific score (e.g., ^ns*") 
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selected by a player in place of a dealer's hand, and (b) the player 's hand. According to some 
embodiments, for example, a player's hand majy be associated with a score that is compared 
with the specific score selected by the player (i)i place of a dealer's band) to determine a 
winner. Thns, Claim 56 advantageously allows that a player may be determined to be the 
whmer of a game based on a comparison of a specific score (selected instead of a dealer's 

i 

hand) to a player's hand. \ 

63. No Prima Facie Showing of Anticipation of the Claim of GROUP VI 



A reading of the rejections of the claiml of GROUP VI reveals that the Examiner has 
consistently ignored or misinterpreted ttie limitations of the claims. Several limitations are not 
disclosed or suggested by the references of record. Accordingly, the Examiner has not 
presented di prima facie case of anticipation of the claim of GROUP VL 

The proper legal standards for anticipation are included in Section 1.3 above. 

The Examiner has rejected Claim 56 ady in light of the Keller reference. 

Appellants submit that the Exaiiiiner has failed to establish a prima facie case of 
anticipation with respect to Claim S6 for at;least the reasons provided with respect to Keller in 
Section 23 above (discussing Claim 27). Namely, Keller does not teach or suggest eliminating 
at least one random outcome of a game, and a dealer^s hand is one of *ihe most important 
events'' in play of tlie Keller system. Thus: Keller is devoid of any hint or suggestion of 
allowing a player to request a specific xcnre for use in vlace of a hand of a dealer (emphasis 
added). 
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6,4_ No Prima Facie Showing of IndefiniteT iess of the Claim of Group VI 

The Examiner has not satisfied the mitial burden of proof by establishing either (i) that 
the claim of GROUP VI, when read in Ught of the specification, would not reasonably apprise 
those skilled in the relevant art of the scope of the invention, or (ii) that the claim of GROUP 
VI docs not claim what Applicants regard as their invention. 

The Examiner thus has not provided any proper legal basis for rejecting the claim of 
GROUP VI as indefinite under § 112 (2). 

Regarding claim 56, the Examiner states that deteimining a hand of a player is 
"inferential since one must infer that a hand exists and what it comprises, [Second Final Office 
Action, page 3]. As discussed in Section 1.5.8 above, however, the Examiner's Inferential 
Standard has no basis in law. The Examiner is merely requiring that Appellants recite more 
detailed steps to explain how a hand may be deterroined, even though one having ordinary skiU 
in the art would readily appreciate how a hand of a player may be determined. That is not the 
role of claims. A claim need not provide a written description of the invention. 

Regarding the Examiner*s comments regarding use of "twenty-one", the breadth of a 
claim is not to be equated with indefiniteness. See Moore . The Examiner's Breadth is 
Indefiniteness Standard has no basis in law, as discussed in Section 1.5.6 above. That many 
variations may be known fatally undercuts the Examiner*s argument that the scope of the term 
is not clear- See Robins . 

The Examiner's objection to "associated with the player" has been previously 
addressed — this language has been replaced. ^ 

To the extent the Examiner intended to rqect Claim 56 as not being what Appellants 
regard as their invention. Appellants dispute any such implication. No finding has been made 
to support such a rejection under § 1 12- (2). 

Accordingly, the Examiner has failed to establish a prima facie case of indefiniteness 
under § 112 (2). 
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No finding has been made that Claim 56 is broader than afforded by Appellants* 
disclosure. See arguments made in Section 1.5.10 above. 
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SEPARATE ARGUMENT OF PATENTABlLITYl 



GROUP Vn includes independert Claim 70 and dependent Claim 71. 

The rejection of the claims of GR DUP Vn is flawed because the Examiner has not 
made a prima facie case of unpatentahUiw of any claim of GROUP VIL 

Specifically, the Examiner has* nci shown fhat any claim of GROUP Vn can be deemed 
to be indefinite or anticipated by the dtefl references. 



7.1. Independent Claip) 70 



directed to 



Independent Claim 70 is 
of a game of blackjack to select one of: 
(ii) requesting a specific entry. 

The method further includes 
specific score. A dealer score is 
game is determined based on the specifii 



a method. The method comprises allowing a player 
i) receiving a hand comprising at least one card, and 



ia| request from the player, the request indicating a 
on a hand of a dealer, and an outcome of the 
score Snd the dealer score. 



recQvmg 



deteniijped based 



7.2, Advantages of Independent Claim 70 



The embodiment of Claim 70 pr ivides several advantages not even disclosed or 
suggested, much less recognized, by the prior art of record (either alone or in combination). 

In general, the method of Claim JO is advantageous for the same reasons as independent 
Claim 42, discussed in Section 5.2 abov i. : :; 

In Claim 70, the player is expres sly allc^vved to select cither receiving a hand or 
requesting a specific entry. Claim 70 is fuither| advantageous in receiving a request from a 
player that indicates a specific score. 1 le advantages of this type of a specific score are 
discussed with respect to Claim 26 in Section 1;,2 above. 
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of Claim 70 is further advantageous in 
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The winners of some types of ga aes (^.g;, blaclcjack) maybe determined 



hand ot a player and a hand of a dealer. The method 

I''! 

it pxoS'ides for determining an outcome of the game 



based on the specific score and a dealeAscore^ \^^^> determining an outcome in this manner 
allows for an entity (e,g,, a casino) to taSe into ^count (a) the specific score (e.g., "18") 
selected by a player instead of selecting a handj^md (b) the dealer score. According to some 
embodiments, for example, a dealer's hi nd mayjbe associated with a score that is compared 
with the specific score selected by the p ayer to petermine a winner. For instance-, if the 
specific score is higher than the score lich results from play of the dealer's hand then the 

wins!. However, if the score obtained fix)m the 



game rules may prescribe that the playeS 
dealer's hand is higjier than the specific score 
page 20-24], 



tiien the dealer wins. [See, e.g.. Specification, 



7-3. No Prima Facie Sho^iJg of Anticipation of the Claim of GROUP VII 



' A reading of the rejections of tn| claim of GROUP Vn reveals that the Examiner has 
consistently ignored or misinterpreted t|e linfitdtions of the claims. Several limitations are not 
disclosed or suggested by the refereocej of reccjird. Accordingly, the Exammer has not 
presented a pr^ma facie case of anticip^ ion of tiie claim of GROUP VII. 

•'if! 

The proper legal standards for mticipation are included in Section 1,3 above. 
The Examiner has rejected Claij [i 70 on in light of the Keller reference. 



:ai ini 



f€ : 



Appellants submit that the Exi 
anticipation with respect to Claim 70 
Section 1.3 above (discussing Claim 
player to eliminate at least one random^ 
which in the Keller system is one of fhl 



2< 



GROUP VII 



er nas 
at leas^ 



, Nam 
mtcome. 
*^ost 



failed to establish a prima facie case of 
the reasons provided with respect to Keller in 
^ly. Keller does not teach or suggest allowing a 
, and in fact requires a player to have a hand, 
important events." 
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In addition, Keller does not all^ v a 
to request a specific entry, as provided 



feature of Claim 70. 

Thus, Keller is devoid of any id it or 
requesting a specific entry instead ofs* lectins 



rin 



@096 



PATENTAPPEAL 



pla^ljer to select one of whether to receive a hand or 
^im 70- The Examiner has never addressed this 



The Examiner has not satisfied 
the claim of GROUP VII, when read '\ 



suggestion of allowing 2i player to select 
so receive a hand (emphasis added). 



those skilled in the relevant art of the s ope, of I he invention, or (ii) that the claim of GROUP 
VII does not claim what Applicants regard as t \ leir inventiort 

The Examiner thus has not proSided an! f proper legal basis for rejecting the claim of 
GROUP VII as indefinite under § llip). 



7,4* TVn PriTTi^ Facie Show&g of ymtefiwlteness of the Claim of Group VII 



e initial burden of proof by establishing either (i) that 
11 

Kght of the specification, would not reasonably apprise 



The Examine asserts that 'Yeceadng a i jquest" is indefinite because it is recited 
previously in the alternative. [Secondffinal Office Action, page 3]. This assertion does not 
make any sense. The player is clearlyfillowed 
merely recites a process in which the:^ayer eli 



to select one of the proffered options. Claim 70 
ts the option to request a specific entry. There 



is no lack of clarity in reciting the avaSability 5f both option5, even if only one is exercised. 

The Examiner asserts that aha dofa ^aler is "inferential," [Second Final Office 
Action, page 3]. As discussed in Sect: ►n 1.5. S|ai>ove, however, the Examiner's Inferential 
Standard has no basis in law. The Ex;^ niner is merely requiring that Appellants recite more 
detailed steps to explain how a hand n ly be de texmined, even though one having ordinary skill 
in the art would readily appreciate ho\ a hand 3f a player may be determined. That is not the 
role of claims. A claim need not proyme a wii|ten description of the invention. 



Regarding the Examiner's cor 



of a claim is not to be equated with in€ ^finiteness. See Moore . The Examiner's Breadth is 



GROUP VII 



ents rt^arding use of "game of blackjack,** the breadth 
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Indefiniteness Standard has no basis in law, as > iscussed in Section 1.5.6 above. That many 
variations may be known fatally undercuts the \ Examiner's argument that the scope of the term 
is not clear. See Robins . 

To the extent the Examiner intended to |eject Claim 70 as not being what Appellants 



regard as their invention. Appellants dispute anlr 
to support such a rejection imder § 1 12 (2). 



Accordingly, the Examiner has failed tq establish a prima facte case of indefiniteness 
under §112(2). l; 

No finding has been made that Claim 71 is broader than afforded by Appellants* 
disclosure. See arguments made in Section 1.5 10 above. 



such implication. No finding has been made 
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ISEPARATElARGUMENT OF PATENTABILITY 



8. 



GROUP vm 



1 indepertdent 



GROUP vm includes r 

The rejection of the claims of 0ROUP 
made a prima facie case of unpatentability 

Specifically, the Examiner has 
deemed to be indefinite or anticipatedjby thi 



8.1. Independent ClaiTn TO 



Claim 72- 

Vlil is flawed because the Examiner has not 
of any claim of GROUP Vm. 
t shown that any claim of GROUP Vni can be 
,e cited references. 



!tidependeiit Claim 72 is direc;ed to a method. The method comprises allowing a player 

• :ll 

of a game of blackjack to select one oi: (i) allowing a dealer to receive a hand comprising at 
least one card, and (ii) requesting a spiecific entry. 

The method further includes r^peiving a request from the player, the request indicating a 
specific score. A player score is detenjjiined based on a hand of a player, and an outcome of the 

game is determined based on the specific score and the player score. 

f 
■11' 

!|t> 

8-2. Advantages of Independent Claim 72 



The embodiment of Claim 72 ^ilrovides several advantages not even disclosed or 

J ii 

suggested, much less recognized, by the prior art' of record (either alone or in combination). 

In general, the method of Claiin 72 is advantageous for the same reasons as independent 

Claim 56, discussed in Section 6.2 ab(?jve. 

In Claim 72, the player is exptfessly allowed to select either allowing a dealer to receive 

a hand or requesting a specific entry, i Claim 72 is further advantageous in receiving a request 

from a player that indicates a speciji^^core. The advantages of this type of a specific score are 

discussed with respect to Claim 27 in Section 2.2 above. 



GROUP VJJT 



iill 
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The winners of some tyi^es of games (e.g., blackjack) may be determined 



conventionally based on comparison o: 
of Claim 72 is further advantageous in 



a hand of a player and a hand of a dealer. The method 
that it provides for determining an outcome of the game 
based on the specific score and a player score. Thus, determining an outcome in this manner 
allows for an entity (e.g., a casino) to tike into account (a) the specific score (e.g., "18") 
selected by a player instead of allowng a dealer to receive a hand:, and (b) the player score, 

8.3. No Prima Facie Showmg of Anticipation of the Claim of GROUP VIII 



A reading of the rejections of the claim of GROUP VIII reveals that the Examiner has 
consistently ignored or misinterpreted the limitations of the claims. Several limitations are not 
disclosed or suggested by the references of record. Accordingly, the Examiner has not 
presented a prima facie case of anticipjation of the claim of GROUP VTU. 

The proper legal standards for anticipation are included in Section L3 above. 



The Examiner has rejected Claim 72 only in light of the Keller reference. 



Appellants submit that the Examrner has failed to establish a prima facie case of 
anticipation with respect to Claim 72 for at least the reasons provided with respect to Keller in 
Section 2.3 above (discussing Claim Namely, Keller does not teach or suggest eliminating 
at least one random outcome of a game, and a dealer's hand is one of "the most important 
events" in play of the Keller system. 

Thus, Keller i$ devoid of any hint or suggestion of allowing a player to select to request 
a specific score instead of allowing a dealer to receive a hand (emphasis added). 

8-4- No Prima Facie Showing of Indefiniteness of the Claim of Group VHI 



The Examiner has not satisfiec , 
the claim of GROUP VUI, when read 



GROUP VIII 



the initial burden of proof by estabhshing either (i) that 
in light of the specification, would not reasonably apprise 
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those Skilled in the relevant art of the scope of the invention, or (ii) that the claim of GROUP 
VIU does DOt claim what Applicants regard as their invention. 

The Exaniiner thus has not provided anyjproper legal basis for rejecting the claim of 

GROUP vm as indefinite nnder § 1 1 2 (2). ■ 

j 
I 

Regarding claim 72, the Examiner states; the same reasons provided in support of the 
rejection of Claim 70. Appellants dispute these 'arguments in Section lA above. 

Accordingly, the Examiner has failed to jestablish a prima facie case of indefiniteness 
under §112 (2). i 

j 

No finding has been made that Claim 72! is broader than afforded by Appellants' 

I 

disclosure. See arguments made in Section 1.5.10 above. 



GROUP VIU 
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SEPARATE A 


HGTIIVEENT OF PATENTABILITY 
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9. 



GROUP IX 



GROUP IX includes dependent Claim 4iJ. 

The rejection of the claims of GROUP DC is flawed because the Examitiex has not made 
a prima facie case of unpatentability of any claim of GROUP IX. 

Specifically, the Examiner has riot show a that any claim of GROUP IX can be deemed 
to be indefinite or anticipated by the cited references. 

9*1. Independent Claim 46 j 

Independent Claim 46 is directed to a'mefhod. hi addition to the features of 
independent Claim 42 discussed above,; it includes receiving a request in a manner comprising 
receiving a betting chip in a belting chip placement area. 



9-2- Advantages of Indepen^dent Claim 46 



The embodiment of Claim 46 provides: several advantages not even disclosed or 
suggested, much less recognized, by the prior art of record (either alone or in combination). 
These advantages are described above y^ith respect to Claim 42. 

1 

9.3. No Prima Facie Showing of Anticipation of the Claim of GROUP IX 



A reading of the rejections of the claim 



af GROUP IX reveals that the Examiner has 



consistently ignored or misinterpreted the hmiitiitions of the claims. Several limitations are not 

disclosed or suggested by the references of record. Accordingly, the Examiner has not 

i I 

presented a prima facie case of anticipation ofjtihe claim of GROUP DC. 

The proper legal standards for anticipation are included in Section 1 .3 above. 



GROUP DC 
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The Examiner has rejected Claim 46 only in light of the Keller reference. 



Appellants submit that the Examincsr h£u> 
anticipation with respect to Claim 46* for at IcEjs 
as discussed in Section 5.3 above. 



9,4. No Prima Facie Showing of litdefiniteness of the Claim of Group IX 



The Examiner has not satisfied the initial bjurdcn of proof by establishing either (i) that 

■ i 

the claim of GROUP IX, when read in light of the|specification, would not reasonably apprise 
those skilled in the relevant art of the scope of me invention, or (ii) that the claim of GROUP 
IX does not claim what Applicants regard as tbfeir invention. 

The Examiner thus has not provided any proper legal basis for rejecting the claim of 
GROUP DC as indefmite under § 1 12 (2). 



@102 
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failed to estabhsh a prima facie case of 

the reasons provided with respect to Claim 42. 
! 

i 



5 that claim 46 "is inferential since a 'chip 



Regarding claim 46, the Examiner state 

ii 

placement area* imphes a table sur^e which jhas iiot been set forth" and requires "*physical 
steps" to defined how a score may be represented by a game piece. [Second Final Office 
Action, pages 2-3], |; 

While a table surface maybe one type- of a 

i 

submit that there is nothing "inferential" about 

There is certainly nothing unclear about whatiial chlip placement area is. [See, e.g., 
Specification, page 11; FIG, 5]. 

As discussed in Section 1.5.8 above, Holwever, the Examiner's Inferential Standard has 

no basis in law. The Examiner is merely requiring that Appellants recite more detailed steps to 

'I U I 

explain how a hand may be determined, evenlthoiigh one having ordinary skill in the art would 



chip placement area, Apphcants respectfully 
use of the broader term "chip placement area". 



readily appreciate how a hand of a dtealer may 

.1 j , 

claim need not provide a written d^cription ofitlie invention. 



GROUP IX 



je keteraiined. That is not the role of claims. A 

i 
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To the extent the Examlaer intended to' reject 
regard as their invention. Appellants dispute aay 
to support such a rejection under § 112 (2). 



Accordingly, the Examiner has failed to 

under §112 (2). ? 

•I 
'i 

No finding has been made that Claim 4^ 
disclosure. See arguments made in Section 



GROUP IX 



such 



establish a prima fade case of indefiniteness 



broader than afforded by Appellants' 
above. 
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Claim 46 as not being what Appellants 
imphcation. No finding has been made 



PAGE 1 D3/1 17 ^ RCVD AT 3/29/20(14 7:23:42 PM [Eastern Standard Tim^^ 



03/ 29/04 20:55 FAX_ 2 035958266 



WALKER DIGITAL 

: fi * ■ ^ 



Igll04 



Application No. 09/602,869 
Technology Contcx 3700 
AUomcy DwJtetNo.i 99-081 



SEPARATE ARGUMENT OF PATENTABILITY 



10. 



GROUP X 
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And 52. 

is flawed because the Examiner has not made 
claiin of GROUP X. 

that any claiin of GROUP X can be deemed 



GROUP X includes dependent Claims 53 

The rejection of the claims of GROUPp 
a prima facie case of unpatentability of any 

Specifically, the Examiner has not $hotvh 
to be indefinite or anticipated by the cited refep^ oatces. 

10.1. Independent Claim 50 

Dependent Claims 50 and 52 are direc tc d to a method and are each dependent from 
independent Claiin 42. 

Claim 50 includes a feature of adjustii^ t 

Claim 52 includes a feature of adjusiiT;^ g t 

To the extent that both claims stand re ecfed 
adjusting in an allegedly unclear manner, the ([ipicns stand and fall together. 

Claim 50 is representative. 



10*2* Advantages oflndependent Clbiim 50 



The embodiment of Claim 50 provides 
suggested, much less recognized, by the'.prior aki 

These advantages are described above v ith respect to Claim 42. 



103. No Prima Facie Showing of Anticipation of the Claim of GROUP X 



A reading of the rejections of the claiq l 
consistently ignored or misinterpreted the lirajt 

i 
I 



GROUPX 



V 
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a payout for the game, 

under § 112 (2) for use of the word 
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^eyeral advantages not even disclosed or 
I of record (either alone or in combination). 



3f GROUP X reveals that the Examiner has 
Stations of the claims. Several limitarions are not 
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disclosed or suggested by the references c 
presented a prima facie case of anticipation 



of reco] d! 



The Examiner has rejected Claim| 



• Accordingly, the Examiner has not 
claim of GROUP X 
The proper legal standards for aufioipafidil' are included in Section 1,3 above. 



of }i e 



felled to establish a prima facie case of 



Appellants submit that the Exami ler h^s : 

J i 

anticipation with respect to Claim 50 for [at; leabt| the reasons provided with respect to Claim 42, 
as discussed in Section 5.3 above. 



10,4- No Prima Facie ShowiBg df Indefmiteness of the Claim of Group X 



.1 
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5& onlV:in light of the Keller reference. 



The Examiner has not satisfied the initlai burden of proof by establishing either (i) that 

1,1 j 

the claim of GROUP X, when read in Ugjhtj.of Ihje specification, would not reasonably apprise 
those skilled in the relevant art of the scope of t^e* invention, or (ii) that the claim of GROUP X 
does not claim what Applicants regard as fheit invention 



The Examiner thus has not provided any proper legal basis for rejecting the claim of 
GROUP X as iadefmite under § 112 (2). 



Regarding claim SO, the Examine r statbs that *^e steps required" for adjusting are not 



I 



Standard has no basis in law^ and Appel 
Examiner believes are * "required." TheE: 



id to page 9, line 14 - page 1 0, line 23 of 



clear. [Second Final Ofi&ce Action, page 3]. 

The Examiner has previously be^ refe 

" f I' 1 • t 

Applicants* specification. As understood by Appellants, as discussed herein, the Examiner 
refuses to consider the SpecificatioiL ThSsj is coiljrary to law. 

Further, as discussed in Section lf.5;,8 abi>ye, however, the Examiner's Inferential 



its nAv6 no obligation to recite steps that only the 



mier|is merely requiring that Appellants recite 

. , • 'I- ' 

more detailed steps to explain how a hand inay be determined, even though one having 



GROUP X 
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To the extent the Examiner intended 
regard as their invention, Appellants disr Jute 
to support such a rejection under § 1 1 2 



ordinary skill in the art would readily apbreciate tiow a hand of a dealer may be determinei 
That is not the role of claims. A claim need ti Jrovide a written description of the invention. 



ta|rd^iect Claim 50 as not being what Appellants 
arc/j! such implication. No finding has been made 



p). 



Accordingly, the Examiner has iailed 
under § 112(2). 



to 



ij 



disclosure. See arguments made in Section 1 5 



No finding has been made that Clakn 5^ lis broader than afforded by Appellants' 

10 above. 



GROUP X 
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SEPARATE AiRGUMENT OF PATENTABIUTY 



11. GROUP XI 



GROUP XI includes dependent 



Clainisi 64-66. 

i 



The rejection of the claims of GROUBitXI is flawed because the Examiner has not made 

,1 i I ' ' 

a prima facie case of unpatentability of any claim of GROUP XI. 

Specifically, the Examiner has not shown that any claim of GROUP XI can be deemed 

i! i*J=r 

to be indefinite or anticipated by the cited references. 



11,1, Independent Claim 64 ! 



Dependent Claims 64-66 are directed :t6 a method and are each dependent &om 
independent Claim 56, i | ;j 

Claim 64 includes a feature ofaajusting a bet for the game. 



lajusnng 



; I 



To the extent that the claims stairid rejejcted under § 1 12 (2) for use of the word 



''adjusting'' in an allegedly unclear manner, the; claims stand and fall together 



Claim 50 is representative. 

I 

11-2, Advantages of Indepeimeiit Cjlaim 64 



The embodiment of Claim 64 prpvidqSj 



several advantages not even disclosed or 



suggested^ much less recognized, by th^prio|^trt: of record (either alone or in combination). 
These advantages are described|abov^^Adth respect to Claim 56. 



11.3. No Prima Facie Showinfr nf Alhticipation of the Claim of GROUP XI 



'■[| jVL-l 

consistently ignored or misinterpreted the limitations of the claims. Several limitations are not 



A reading of the rejections of ttid claiiJi[pf GROUP XI reveals that the Examiner has 



M. 



GROUPXr 
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The Examiner has rejected Claim 64 



disclosed or suggested by the reference^' of record. Accordingly, the Examiner has not 

I • . i |! 'i 

presented ^prima facie case of anticipation qfj^e claim of GROUP XI. 
The proper legal standards for a dtLcipat 



@108 



PATENTAPPEAL 



Lon are included in Section 1.3 above. 



ly in ligiht of the Keller reference. 



Appellants submit that the Exai iiner ids failed to establish a prima facie case of 
anticipation with respect to Claim 64 foi at least! the reasons provided with respect to Claim 56, 
as discussed in Section 5.3 above. 

11.4. No Prima Facie ShowLig of iWdefiniteness of the Claim of Gronp XI 



The Examiner has not satisfied ihe initial burden of proof by establishing either (i) that 

ll II :i 

the claim of GROUP XI, when read in light o^|he specification, would not reasonably apprise 
those skilled in the relevant art of the scope o 
XI does not claim what Applicants regiird as 



The Examiner thus has not provided anyiproper legal basis for rejecting the claim of 
GROUP XI as indefinite under § 1 12 (2). 



Regarding claim 64, the Examipl 
clear. [Second Final Office Action, P^^j^ 

The Examiner has previously bi 
Apphcants' specification* As underst09d 
refuses to consider the Specification, 

Further^ as discussed in Section 
Standard has no basis in law, and ^pell) 
Examiner believes are "required.' 
more detailed steps to explain how a h^nd ma; 



This 



by 

is 

j 

i,5,8 
ants 



I? 



ie invention, or (ii) that the claim of GROUP 
^r invention. 



er staftei^i.that *the steps required" for adjusting are not 
3]- 

een reifelred to page 9, line 14 - page 10, line 23 of 



la i 



»pellant$, as discussed herein, the Examiner 



^►htrary to lafw. 

pve, however, the Examiner's Inferential 



The Exanmier is merely requiring that Appellants recite 



I 



GROUP XT 
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ordinary skill'in the art would i^eadily 
That is not the role of claims. A claim 



appreciate! 



how a hand of a dealer may be determined, 
deed not [provide a written description of the invention. 



To the extent the Examiner i 
regard as their invention. Appellants 
to support such a rejection under § 1 12 



inteiided to reject Claim 64 as not being what Appellants 
dispute any such impJication. No finding has been made 



Accoidingly, the Examiner has 
under § 112(2). 



I^led to 



No finding has been made that 
di$cIo$xire. See arguments made in SeQ^ion 1 



Claim 
I 



GROUP XI 
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(2). 



64 is broader than afforded by Appellants' 
,5.10 above. 



establish a prima facie case of indefiniteness 
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CONCLUSION 



Thus, the Examiaer's rejection o Fthe 
Examiner has not provided a proper leg? 1 basii 
Therefore, Appellants respect&Ily request that 

If any issues remain, or if there are anj 
the present application, please contact Michae 

Appellants hereby request any e^ttensibn 
Appeal Brief timely. Please charge any [fees 
overpayment, to Deposit Account No. 5<>r027 



March 29. 2004 
Date 



pending claims is improper at least because the 
for rejecting any claim as non-statutory. 

the Examiner^s rejections be reversed. 

i 

further suggestions for expediting allowance of 
Downs using the information provided below, 
df time that may be required to make this 
tl^at inay be required for this paper, or credit any 
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Respectfiilly submitted. 



^^^ ^^^ 

Nuchael Downs 
Attorney for Appellants 
Registration No. 50, 252 
Walker Digital. LLC 
indowns@walkeidigital.coiii 
(203) 461-7292 /voice 
(203) 461-7300 /fax 



! 



PA(X 1 1IU117 ' RCVD AT 3I29/20IM 7:23:42 PM [Eastern Standard Time] ' SVR:USPTO{^^^^^ 



106 



03/29/04 20:57 FAX 2035958266 



Application No. 09/602,S69 
Technology Ceaier 3700 
AUomcy Docket No.: 99-081 



WALKER DIGITAL 



1111 



PATENTAPPEAL 



APPENDIX A 

CXEAN COPY OF CLAIMS INVOLVED IN THE APPEAL 

Claims 26, 27, and 38-72 are being appealed. 
Claims 26, 27, 38, 40, 42, 56, 70, aiid|72 are independent. 



27. (PBJBVIOUSLY PRESENTED) A rae^hod 
that depends at least in part on a predetermine d point 
compared to a hand of a dealer to determine z 

allowing a player to select a specific 

dealing and playing a player's hand; 

comparing the player's hand to the specific score to determine a winner of the game 



26. (PREVIOUSLY PRESENmj) 
outcome that depends at least in part on a predeti 
is compared to a hand of a dealer to determine 

allowing a player to select a specifi.c s 

dealing and playing a dealer's hand; apd 

comparing the specific score to the de^er's hand and the predeteimined point total to 
determine a winner of the game. 



A method of playing a game having a game 
:ermined point total, in which a hand of a player 
a winner, comprising: 
ore instead of a player's hand; 



of playing a game having a game outcome 
total, in which a hand of a player is 
winner, comprising: 
sj^ore instead of a dealer's hand; 
abd 



38. (PREVIOUSLY PRESENTED) A me hod comprising: 
receiving a wager for a game from a p layer, 

in which the game has a gam^ outcome that depends at least in part on a 

predetermined count value, and • 

• I 

in which a rule of the game pn ivides that the player may receive at least one 
card determined by chance; 



107 



PA(X 111/117* RCVD AT 3I29/20M 7:m2 PM [Eastern Standard Time]* SVIIUSPTO^FXIV^^^ 



03/29/04 20:57 FAX 2035958268 



Application No. 09/602,869 
Technology Center 3700 
Atlomcsy UookclNo.: 09-081 



WALKER DIGITAL 



receiving a request from the player foj; 

place of the at least one card; 

determining a dealer score based on 
determining an outcome of the game 

specific entry, aad the dealer score. 



a specific entry, in which the specific entry is in 



a hand of a dealer, and 
lased on the predetermined count value, the 



39- (PREVIOUSLY PRESEhfTED) The ijaethod of claim 38, in which the game is 
blackjack. 



40. (PREVIOUSLY PRESENTED) A m^od comprising: 

receiving a wager for a game fi?om a 

in which the game has a gamej6ntcome 

predetermined count value, and 

in which a rule of the game provides 
determined by chance; 

receiving a request firom the player fb 
place of the at least one card; 

determining a player score based on 

determining an outcome of the game 
specific entry, and the player score. 



41 . (PREVIOUSLY PRESENTED) The ^lethod of claim 40, in which the game is 
blackjack. 



42. (PREVIOUSLY PRESENTED) A method 

receiving a request from a player, theprequest 

place of a hand of the player; 

detennining a hand of a dealer^ and 
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Iflayer, 

that depends at least in part on a 
[lat a dealer may receive at least one card 
a specific entry, in which the specific entry is in 



land of the player; and 
jiased on the predeteraiined couot value, the 



compnsmg; 

indicating a specific score to be used in 
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comparing the specific score and tlie l|aad of the dealer to deterxnine a winner of a game 
of twenty-one. 

43. (PREVIOUSLY PRESENTED) The ijiethod of claim 42, in which determining the hand 
of the dealer comprises: 

deahng at least one card of a pluralityjbf cards to the dealer. 

44. (PREVIOUSLY PRESENTED) The ^ethod of claim 43 , in which the player does not 
receive any of the phiraUty of cards. , 

45. (PREVIOUSLY PRESENTED) Tlie ^ethod of claim 42, in which the specific score is 
oneof 17. 18, 19and20. 

46. (PREVIOUSLY PRESENTED) The ^ethod of claim 42, in which receiving the request 
comprises: 

receiving a betting chip in a bettingl c|ip placement area. 

47. (PREVIOUSLY PRESENTED) The fpethod of claim 42, in which the specific score is 
represented by a game piece. ; 

48. (PREVIOUSLY PRESENTEEf) Thfe ^ethod of claim 42, in which receiving the request 
comprises: 

receiving the request at a video gameijaevice. 

I 
I 

49. (PREVIOUSLY PRESENTED) The fpethod of claim 42, in which receiving the request 
comprises: \- \ 

; j 

receiving the request via the Iritenxet. 
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50. (PREVIOUSLY PRESENTED) Tlie i iethod of claim 42, further comprising 



adjusting a bet for the game. 



I 



5L (PREVIOUSLY PRESENTED) The i iethod of claim 50, further comprising: 

of the bet 



I 



52. 



53. (PREVIOUSLY PRESENTED) The ] iethod of claim 52, further comprising: 

rfthe payout 



ba 1^ 



55. (PREVIOUSLY PRESENTED) Thb ||iethod of claim 42, in which comparing 
comprises: 



determining a score corresponding 



notifying the player of the adjustment 

I 

(PREVIOUSLY PRESENTED) Th^ i^ethod of claim 42, further comprising: 
adjusting a payout for the game. 
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notifying the player of the adjustndetil 



54. (PREVIOUSLY PRESENTED) Thb ^ethod of claim 42, in which determining the hand 
of the dealer comprises: 

determining a probability based on ^ 
determining the hand of the dealer 1 



request; and 
on the probability. 



:o pie hand of the dealer; and 



detennining which of the specific |sco p and the score corresponding to the hand of the 
dealer is greater. 



56. (PREVIOUSLY PRESENTED) tni hod comprising: 

" request indicating a specific score to be used in 



receiving a request from a player, jthe 
place of a hand of a dealer; 

detennining a hand of the player; anc 
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1 

compacing the specific score aad the of the player to deteiraine a winner of a game 

of twenty-one, | 

i 

57. (PREVIOUSLY PRESENTED) the i|ethod of claim 56, in which determimng tlie hand 
of the player comprises: 

dealing at least one card of a pluralityfef cards to the player. 



58. (PREVIOUSLY PRESENTED) T^e i ethod of claim 57, in which the dealer does not 
receive any of the plurality of cards, ■ ■. j 



59. (PREVIOUSLY PRESENTED) T^e ^thod of claim 56, in which the specific score is 
oneof 17, 18, 19and20. 

60. (PREVIOUSLY PRESENTED) Tko if ethod of claim 56, in which receiving the request 
comprises: ] 

receiving a betting chip in a betting cffip placement area. 



61 . (PREVIOUSLY PRESENTED) The ^ethod of claim 56, in which the specific score is 
represented by a game piece. 

62, (PREVIOUSLY PRESENTED) ^Tljie ]f etliod of claiin 56, in which receiving the request 
comprises: 

receiving the request at a video , 



Lll - 
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63. (PREVIOUSLY PRESENTED) 'The ^ethod of claim 56, in which receiving the request 
comprises: 

receiving the request via the Inteniet- 
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64. (PREVIOUSLY PRESENTED) ITf e njiethod of claim 56, furthex comprising: 
adjusting a bet for the game. ] 



65. (PREVIOUSLY PRESENTED) 
notifying the player of the 



Xbc Aethod of claim 64, further comprising: 
adjustment; of the bet. 



66- (PREVIOUSLY PRESENTED) The iethod of claim 56, further comprising: 
adjusting a payout for the gamie. ^- 



67. (PREVIOUSLY PRESENTED) 
notifying the player of the adjtisl 



The 
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metiiod of claim 66, further comprising: 
it of the payout. 



itinmi 



68, (PREVIOUSLY PRESENTED) Tlfie cpethod of claim 56, in which detennining the hand 
of the player comprises: :i 

determiuiTig a probabihty basdSd on! th^ request; and 

determining the hand of the plajrer based on the probability. 



69. (PREVIOUSLY PRESENTED) The rfiettod of claim 56, in which comparing 
comprises: 

I 

detenuining a score corresporiiiiiigj to 
determining which of the specific iscoiie 
player is greater. I 



70. 



(PREVIOUSLY PRESENTED) A meifood 
allowing a player of a game of blaii;kjalgk 
receiving a hand compiis^iilg a] 
requesting a specific eaiti^" 
receiving a request from the player, th 



the ihand of the player; and 
aiid the score corresponding to the hand of the 



i 
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determimng a dealer score basjedion a ^ank of a dealer; and 



detennining an outcome of theigaiW bksea. on the specific score and the dealer score. 



71. (PREVIOUSLY PRESENTED) tfcie metbod of claim 70, 



I i 



in which receiving the request 

receiving a chip that indidal 
in which the specific score is line 



poioprisies; 



72. (PREVIOUSLY PRESENTER)) Al 



allowing a player of a game ofibldckjackjto select one of: 



allowing a dealer to reojeiv 
requesting a specific edtty; 
receiving a request firom the player 



determining a player score ba^ed ctn a hand of the player; and 
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s the Specific score; tmd 



JlfiTit 



t8, 19 and 20. 



method comprising: 



determining an outcome of thelgime bajsed on the specific score and the player score. 



I f 



a hkud comprising at least one card, and 



the jrequest indicating a specijBc score; 
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